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SUBSTITUTE APPEAL BRIEF 

Sir: 

FurMierlo ihc Notice oi" Non-compliant Appeal Brief nuiilcd oi-i December 19. 2006, 
please sui.isli'aile this appeal brief for tiic appeal brief n led on October 1 0, 20QG. Tins is an 
appciil fron> ih.e fnia! i-qieciioii of claims 21-28, 30-:>8, 4f), and 42 --50 in the Oillce Aclion jViailed 
May 9, 2()()6, in the ahove-ideniiiled patent appIic;U,io.u. A Notice of Appeal was ITIed on August 
9. 2(.i()6. Tije Coi nniissioner was auiiiorized lo charge $250. 00, tiie fee for the illnrg of an 
Aj.>pca! Bnef for a dmai! enliiy, on Ociober 10, 2006. it is believed fiuit no additional fee is 
icquireii wiLh tiiis subniission However, .should an additional fee be required, the Comniissioner 
is hereby auiiiorized to charge -lie fee to Deposit Account No, ,S0-3129. 
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X;. S.S.N. 0WI2L.1:5.2 
Filed: July 22. I9m 

{1} RKALPARIl IN INTF.RESr 

j he 3C.ll in intcicsi oflhti appiioalir.n Js the as'^iL'nee, Uie lCo!c:i Re^catch iustUuio 
o\ < hcmcdl ■] cchiioK':^>', and [he lieonsL-L- rn/>n)alie Dcnii-'iag fefhiiokigfcs. 1_1 ( '. NouioSj. 
Ijeorgia. 

(2) laiLXVF.n APPIv'VLS AM) I^TERFF.RENC 

The pieocnt appiicatitu) is eciiiuunanoii oi'L'. S.S.N. 1^8039,313, iK)^^ T.S. Pulcnl Ko. 
r" "S.'^ VJh'. vshieh j.s a t oniinr.aiifiii-iti-pan df !j..S.S.\ 07-'.^ i I«.,'>35 tihaiidoccJ aficr a deessiou by 
ihe BoLad ui .Appeals aiidi hUcMcronccs tiffinniaLi the Lxaininer's rcjeen<tn, N co\)\ of i|)c 
fj<iard\i t!eci^?!on is cnc!o^x\^, 

L iatiiiN 2 i -.?S. 3(1. TnS, 40, and 42-50 are pu-ndm-. ( iaiins !-2u, y>. 3'^. and 41 ha\c been 
Lani.c!lcd (.lairiLs .^i-2K, 3(J-3S, 40, and 42-,'^0 aie on jppcaK [4".l ic\{ oi'cacn t iaim on appc;d. 
3'-, i^er.ditiL, JS Sk.J ibith in <in Appendix ui ihfs? ,-\ppca! Brief, 

(4;- si'.\-i rs ov A^^^:^i>^^^:M■^ 

The chinjw vsc"e labi ausLuded in iw \siieridnicnl Hied vi;i facsniiiie iran>iinssu<n <iii 
i"cb;aai> U\ 20(K(. .-'vn aniciuln-jt nt aUo! iina! teieeiion \\as (..leetronicallv jlied on Augu-M 
2n(H> hi the \dvii,or> Aeuon uiadcd on ,AugU'?i 23, 2f)i)(K llie [ xaniiner Lklieatcd tlau thit; 
amcrdfiieiii \\K>u]d mn be L-ntcTL-d An appi.-adi\ &cls ibrili ihc claims on appeal. 
(5) 81 AllMARV OF CL.il iHH'J> SI B.UiC I .MATTI-K 

i]kiep...ndeni elaini 21 l> direeledt to a metliud Ltrdo-inkuiL' \\l\s\c pruited paper, 
Lon'pi !a) pidnin^^ at ;i pH heiween 3 and ,^ v.a.ste pf nuec: ipajier -a ilh au eii/yme cripabL- ol" 



Filed: July 22. 1998 

BST{ rrs r w^i'h al !^kl^'r 
^l!.-k>(.^'iu^i ink jiafticltii tvi^-m ihc waste pnnicd tnjpci in an Jijuoous nicdjuni ai u pK hciwecu J 
.snd S, wiicfcio mk k- dis!t.>Jgod irom Iho waste priiiLL-d paper b> aciiou oi'thc cn/\nK-; ami (h) 
ii>nM\ittL' {he dtstddgcd ;nk particicb Irom the rv.'Mil{ing pulp confamiug uu-^dinrn tpai_'c 6, jinct- 2- 
~). tliL' liislotigeJ ink particles c.w. l>c iL'iiKixod lis ilolapkm cii \sashii-:t; ^Jcpciidcnt claims 22 
and ;i ]>at,o u. llnc<^ j i . ! lie ounrciuratio!; af tht.' cnyK'niL* !s l\om aboul !» 0(i5''„ io about 
3 ()'•., b\ 'Aci;:;-}! ha^^.■d on \hv dr\ v/ciLiiU oflhe waslL-pajici {ttcpcndaji clann 24; payc Ci, lines 4- 

i Ik' cn/Mue 1;. sciecled iVc.>n! ihe gioitp cunsi^lmii i)l\-eikdascs. j.'cctuiu^cs. ;ind nuxli.irt.h 
tijLrt <,M'(dcpciuL'!U ckiim 25; pd•J^>: 0, inKS l''-20), j iic ctdlulast's arc Truiunii-niui i irhU\ 
,(--:/■>,-•' ^^'i/ii/ , /f/t,'(_. , hcnii^'-.-llLilascs, other ca!"^^.!!\yd^;t^.!;^ oi ini\li!iL\-> iiioioofidijpL'udcr.l L'laini 26, 
pa;_-o fi. Lues 21 -22k Hk- en/ynic can al^(5 be an acid-i\:!5i:aani t:^.-l!uiii<;c (dcpcndoni ckiim 4K\ 
pa^ic Us liDCs 22-2.^ t I hu n-ioihixl can be done Vv nho'di the .idditior! of aikah to ihc agiieous 
nieJsuin pJepesidL-nt clanu 27, pagu- 5. lines S '■.>). 11k puip can base a t.\>nsis!eney iif about i 2'\, 
m gfeaici Uiv'pe!idenl eluini 2S; page (). linos 1-2). The puljiuii: eafi also he dum in a 
eunvs^'fitiouai pidper al i! eonoiMciiey ofbel-'A een 4''^ and {dependent claiiJis 4'-J-S0; pjge (\ 
knet, 2-.^ ) Tbe piiipniL: ij; pc! formed ai a leniperaiure hoiuecn room tcinperatuic k> about ()f)"C 
(iicpendeiU eiaim .I'k pasiC o, bne 4). 

ludcpOfHieyf elann ~> t diiLeiod in a mediod ofiecvcbnL' wa^ie piinied papei, 
coiVipii^mii- M) pnlptny waste piniied papei; {b} cuutacliiig ai a pH hctwecjt 3 an.d S \\a=;te 
[>ttnu\i paper at hidi ast^papei pidpmg en^lsi,^tenc^ wuh an en/>nic capable ol uiL-iknigin^^ mk 
particles frou! Hie v,asit: prsnfeJ papet m an atjiioous niediuni at a pi ( bcuveen 3 and S. v\ hei-em 
ink i;, di^lodyed from ihc waste pfinlod papej- b> actit.>n ufibe cn/yn-ic; and fr) icnHwiMi; 



S! HSiH ! Vh KFPK\L MllV.V 

dt'^kfigi.-d jpJv paiticlch liotj iIk fcsuhuii? pulp juuiainiUg nictMLim {p'd^^c o, hnc^ ^-7) 1 he 
CP. \ Ui-J cm iic a ccliiiktoC ilei uod irom // I'.J'Oi^cniKf vi/ nk . .1 -jic) }ii^:;cr m vawUtw ? 
{hi.R(.!i wiKrLin iho CLikiUihe is used in an aniomu belwceii n <H)5 and 5 D pciCL-ni-h>Av ji>:ihf 
bjsod nn ihe ti!> WLSuiil ofthL a;)S'o p. niled p^pct, the eoniacLiny >'>c]iv^ earned om ai ti 
tei-i|->i.ijtLii>. !viv\ccii jooip tcnipef;Uuie and about w''C Idcnenj^ut eianus 32-3"^, [xu^ o. iiit..-^ "i- 

<\nA i'tJL^ ihe dl■^^odL>,e"^ nik partscLs ean ronio\i\i b\ HoUiTiOii o! x^a-^huui 

{<k pi.'iklcui L L'bHi if^. p.tjic {), hues itf-{o> CIk; nKHiiod ean he doju* vuth'^iit rhe atltiihon ot" 
aika'i io ili'j .icn.iui.1'^ ineduini (Jep^'iidejii cL'tiii 3"; i>age 5 lines V-9) The pulpiue, ean ttccu! al 
a conMi'Li.:v-\ o( 1 ?" i and j 5''<, (depcinicui cla lu 3S. iiai-'e o, hues \ ~2) 1 he pnlpuiy. is 
jHj.'uinied at a {ut.ii'tciaiLi^ Cvmi voorn ' stupes auite to about 0<fC' i^ciepeiidLiH eiami 4ft. pa'aco, 
line J-i Fae uif/)nie>i e.Utauee she icnunal urhea\ ih, eoated iik^^, hii-hlv pohhien/ed inks, imn- 
in:raei inks, of eurcu porwiKi ;e^'in;> and ,ae ei>fL'tr\e ni deiiondnig sibe!" bonding {di-pcndeni 
ekti'iio. 42-44. pijge \ isnc^ 3- ! i and tht cvanipies) i he eii/^tuc n^i) dL^uade ibie hhcib b\ 
cne}.ii!atic h>duiK.s;s (dependent eiamia 45-4'\ pat;c '. lines ^i-Sl 
(oi VROl M)S OF RKJF CTION TO BK RIAIKWED ^>^ AI'PK M 
I he issues presented on appeal are; 

( ] ) ^^he!hel t-latnii 27, li^, and 3" sati^l> (be ^^■nTte!! dcse-jpiiun requ!ivjr.v.nt as i-equn.ed 
by 3.5 U.b.A,... Q 1 i2. Inst paragraph; 

'Aiieinei ekmns 21-2". Mk 41. 45 and 57ot) arc nnn c>b\Ara5 aMeqiiu-jd b> 3S I S C 
o\e! Japanese VppitcaHo'i n'^92^)'^ fMP '2^)^>'4, m * ieu of T S. Paicnl No I ^)23.365 lo 
[ aenie^ v (.'/ r']\u utt-^"). and 
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BSM'H iT XVVl MAiUWh 

l3i nliLtihjr chL!rt^ 28. ^1-38.40. 4.7-4 L and 4(i :j-t> non-ob\ ious as rcquiivd by 35 I S 
^ lii'Hd) o\or jJ^ \?*i9. m \)c\\ oi' Vucnlvii, fuitliei hi muu ol'\ ' S j'alcnt No. 4,^4S.f>"4 to 

(7) VRCit.MF.N'rS 

i lic .'iaitiiCiL' ujcUiOfl !s (iiKviLtl to cnhjncjny the doiiikunj, t rHcaov -n ih\: p.ipcsrccxclin.v 
pi-in-L's^ A hiolOi^'joa! mcUsufi is cihploxcd thiiL cnih>nci.'t. ihc ink and couUiuntianl dctachiucnj 
ftuii! fiba:- and iiic suhsc(5i!C'in fciin>\';![ ol■thi^^c tindL'snvti riUUci-Uiis (ram the pulp .-itock This 
inipi<.)\cd ({oiikini; ollloacv v-ivutcs puip .stocks ji-.' ciearicr, briyhtcr and \\\{h icss 
ooriUiiuindnts ihv.l .ilicrcatc r.iethods Sui h inipu)\cd c}ik\K > cttabL^ ]vA\\< \o rnpivxc Hnjil 
t.|u<iiii} and or rcdiis^c co^rs oj'vv ..stcp.ipci used or otho clicniisliics ciriploycd ni uiUiiniag lUc 
ncccssaj;; I'uwl pulp v-hafaoteii:.l''.ii 

Rejections uiuk-i 35 IkS.C , 112, first pisragraph 
CLun!^ 27. 2n, aixl 3'' rcjcck-J undu 3=^ L' S tV ^< 112, iirst p::iag!apli. LCsnUuunig 
SLibjoct 'naUei- which w js uoi dct-orsbed .ii die spcciricauoji m sach a \\a\ a.s lo scasyuabK 
.o!i\c> !o one skflird m uk art ihai ihc it)\cnioi hud po^SLSsion oTUic claniKd invention 

i ho cxaintiict sct^' foidi two fcusoui m support oi thi? rcjtvtio-i Fsnai Reiection. iii<aicd 
\Li> 2U{ih iVR i. payi'^ b-"^' 1 irsi, the cxammrr ^itulo.^ Ihtu tijc Imutation 'Wlkdh 'n^ no! added to 
ii!C aquooi!^ iiifdiunr' of chuiiia 27 and 37 is not discbiscd ui ihc spt-ci [lca:iL-n. /-/ in 
.\[iL!nation lik- evaniincr .uat^'^ llsai ■ lajUnuu^b die .OLuncaiK>M muicutc; thiit r.o alkali us 
iLouiicd. i)othnv>, in the spLTificaiiisn specrtiaj!:\ excludes i1k addiijon ofalkalaie lea^'enis, 
part'cisiar') ys a LToup ' iJ Second, the cxaininci sL'Je^^ in tcgard lo cknn! 2S, ^-inc hnuialRHi 



1 lic.i Ju]\ 2'', 10i>s 

Si H'-n M IF \i umvh 

" L' i)i ^ixaur' ij\ijcc(.L-> LIv i\mge JisclobcU in liic fpccilicatiOii. I'hc hisihc^t cotio!Stcjic\ 
ttfl^tf/ Stan da I'd 

K omphancewiUi ilic v, r-.tfa; Jc^cnjMion R-quiivmcni .)i\^5 I'.S C i 12, fim puragraph. 
is' i.j!!cstu>n O! fjci diui must l^c assessed cin a casc-hx'-Cdi^o ^);^.■^ts. f i/.^'-f 'aih Inc. \ Mirluirki} 

V2d j5(*L 19 USPQ2d i M 1. lllf) (Fed. (^ir iWD. H !s settled law thLittlK otu/inu! 

Jt'xKvinc ofa pari-ui applicaimn need not dL-^onbc the oiuimcd suhiLvt niattcr in i^sik- m hucc 
ur'\/, /-'({ji/unwi ! liandfidSifK }-.3d 155*-', 157ti. 29 USPOid 18')^. l^fUticd. Cir i^^Hn, 
ilov\ever. die onuiiiai disclosuic oi'lJic- paicni apidicauon mu^-i oom-cy wiiii !i.Msoiiabk- clanu to 
dio.^e >liUcii in ihj .in that the jn\fntoi !i )K-ssycssion of iho in\eni;(in nov, clainiod. fW, 
' he. '>35 l-,jd ai !563-f-i. 10 i}SPi)2il at. 1 1 lo-l". in oihcf^AOKis, one sknlcd in art 
tnihU :ea^onahl> ^iiscLrn iJic- citnm hmiianon .n ,ssuc iVom reading t!K onL:ina] disclosure oi'tiiL- 
p.aeni appiieauon h'WA/rwk/'- /.;;;A- (/.A/AV/ d- ('",• v Os:cofi:i ^ (. <>rp . 32 r.^d 5?o, 558, 3 1 
I ,M*Q2d 1 t^5.S {85" (Ted Cii. jou.4). ji js fh.^- cvanuiier-^ initial burden lo pfescDt CMdciux oi 
reason.^ w h> pcisoj^- skulcd in lite art would mn rct'ogni/c in the diselusiire a d^-aripiion uftiie 
jovcution defined h) the ehuins. //mc fTVr//;, 541 H 2d 25~, 2{i,'^, I'H USPQ 'H). *r (CrpA 

1 <m). 

Aftalvsis 

I Claim 2'r S(i/is/i,>s ihc Untten Description Rcifimcmeut 
Tht. e\aminer >.taie,s dun the pordon ofehiim 2" jeeiting that alkais !s jiot add^-d lo ilie 
:klut.OLi.■^ jiicduiiin i,-^ nei di,S(. lasv.d in :iie speediealion in thai, while Mie ^peeifiealion iiidicaies dial 



U.S.S.N. 09/! 21,132 
Filed: July 22, 

siJB.srn i; rE app}cal muKV 

aikaii j> ntit rcqiiiivd, "nothing in tho .-^pL'ciilcaiiun spcciiiCiiih cx::ludcs iho addition of alkaiinc 
I'Cii^ei'iW, p.irticui^trh, as :t yivup rR p.igervO-? 

! he ^>.dtu!iici ts i„onoct !hal l3ic spor ! Hcalior! states tiv:i alkali is f>ot icqtiired in thi. 
pivscnl tn\cnuon. Si>ec!licalioj. j^agc 5. lino^ ! . Ckiini 2 !,s quite cUmi Ljiat alkali k-> not 
aJdctl t^> the acjncoii.> itjcdji'.ni. It is inn :jppaiOQt why the o\ariinei iiijecis :hc t-jitcep! oi 
^"alkaline rcuLiCuK^, paiiu-ukni) as a gioi.p" into the ^\^!Tte^ desviipiiou ui!;U\i>is snieo (he pkuii 
lansiuage oi" c asm 2"' )s laai alkah, jioi alk.Jmc reat:etits i<- not iddc cl to the aqueotii, mediiim ii 
ii!<j3 titai \\w exaniMur i.s eqi'aiiny the \\ord "aikah~" as u^ed m ciauii 2"^ w uh tiio teim 
"aiKiline rvajoiits, i^-ai liciku ]> ari a gi.>up " [fsu, as a iraller .v' K-iiic. 'alkalf and '-aikidine 
rcaiiCitis, p.i'iii-tdaiiy as a gftnip," aie s>uo i>mo!.b^ ii! iho e^a^lllncf"s niu d siiicc appei!an[j; aic 
■■fii\ loquucu to ]M(.>\'!dc \s)it!Ln dc.->ci ipuon ibr the ckunted sabject matier, noi terms that are 
>'iifne'i h\ no v "''aminer 1 hiK, if "aikalnio ieai;t.uEi>. par'ii..u!arh as i ^ii-oun"" is not s\'non\ ninus 
v\rdi "*t!kah" as used in ciaim 2~, tite t.-var:iiiicr s coirtsiciit is seirdereaiiiiL' a^ clasni 2? doe-^ run 
siaie \\ at alkaline reat:e!its, paniC'il'tiiy as a jjrunp. arc not adde<l to the a(,;iieoiiP Tnodiiun. Thtis. 
lhai phrase need not ho dcpcnhtd ni the otigtnal dixciosuje ofthis patent apphcaiiou On tht 
'nhxi iiaixi A t'le two [einis arc ^^vnonynious, the tliselosart, iu the spccincation ihat aJkaii is not 
adJi.d nieatis tiiai appellants wcw also u\ podse^siou of" the coneepi inns iujt cted In the 
c\ani!nei. ; l , ^'alkaline leaycnis. pamtukn-l) as a 'iioup"' arc not <idded. as ue!k smec one ternj 
eqaaie- to lUe t>fn.,'r k'ilher was the teoM ss iv.nk the lejeelton is impropet, 

il i;hoiild hf iiL>l'ad th.at [hv example-' aecoidin^i to the prc^eni ureLniion soi fo-th m l"ho 
.^fl^.ei^k-a^io^I du' uoi add alkali to Uk aqiieout; niedium i in.^ is lutthc: e\ uk'nce that She 



iJ.S„S.N. 09/121,152 
Hied: Mv 22. i.99H 
^l Si^UTl ir \iM't',AI BKJM^ 

Owimincrs iv.-iccn(_'n ib inoorreci. Tiic f,\uiinnei suiicd thai "[a]iiiiOLiih a!k;Ui !s not o\prc^i.I\ 
.iddofi !'i {he oi!/ynit dciukfti^; I'vuiiiplc.^. U ks ai?o not e\p^e^^^ly cxtiuucci " Fil, ptigc 2. A paieni 

\npciian5 ispicalis Joes no'- sidU- in .su oxau^.pU- w hv.t rcag'jnt:^ were iiot added thai Isst wouid 
tx- iui'tmt..- If) leiicdi Riith..!, patent Anpciiojit i}picalh scfi jortli \^hal leaiienis were adued 

Ihc i.ic! dial .ipiKdk'is!^ tljd UiH tspiicitiy ^taie that alUdi was not adiicd in ihe examples !s ofno 
ctMibOs-jULiiLL in ihi- vwiticii de^eilinion jaial>sii. oci l\mh abo\e. the i,pcc!i]eation cloaH}' 
s!;iio'-; dial one dspeoi uj~elain\ot! niciliod'^ l'^ that a!l:<ih not I'Jded 

1 he ■v.\auiu:ei se.s ioidi auolhtr posiUon m sappuii oi \hvy rcjCLlion, stannt^ "[ijht. 
■^pt.O)ju.a{iori on!\ pun ide'^ kn eaLk4ic '-oda (p:^ linos 1 1, nol cJiininaiior of ad alkan fhrni 
ihe .SLjiicoub nsediUfP. Ad\ Kory ALtioi'. (A A), i>dge 3 Again, the e^anlniCr h noi usnig the 
l;meuai'e found ir. the spoeinLaiion anO. Cunnt-. Pace 5. hre^ 9-1 i oftht .sfH'cd'ioauon stales that 
alkali, no[ caiL^iiC ooJa. iii not r>\jiurcd m (be pi-escni de-mkint; !iieih<^d Cicam 27 unrtors d^e 
laneiMLie Uocd ni iliL ^peciilt atif^ii v>f this applioalion, '1 ne Lxannner's t.oiun.eni reyaidiny caustic 
soda nik->p!.iced 

koi these tLas(ins, die rejection ol'chmf: 2" under 35 I ' S.{' 1 12, ih'sf paraurauh 
(wruien de,;crii)iion), bhotdd he ce^ersed, 

jk Chiifn .^"Satisfies tlw U rifti'u Desciiption lieiiuii-emcnt 

[-'■M- \\\c tea;,oi)i, ,sei Ibfih in legaid to chnp/i 27, di<. reject'on of claim 37 under 35 U.S.C. § 
1 12, th,si pjragraph (v%n:ien defcript!>)nk shuuld be !-e\ersod. 
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I ss \ (w !:i i=>j 

Filed M\ 22. 

Si HSf! \ \ ii< M'!M-N\L liRII T 

iii. Of?m/ 2iH Sinisfh's the if niieii Descripfion Requirement 

Claim in rckvini pan ivqiurc^ lhal ihv pulpinj^ occurs at a VMiMcpjpci pulp 

cii!i;.f ^tijjic\ of about 1 2''(> !if ui-oaier ''he cxanifuer dilates that Uiis liniitation lacks unitcn 
Jc;5crip!!\o .jLippori because "|!jbc iughcst coi-k-^istcnc) disck.vscd iS ) 5",i " FR, paL;e 

i lie potttun oTtiic t.pcciuc;akiu tltul lite cxammcr is aopai cully iclenmL' io, {\ inn-s 
^-3 rlnuii co!iS!Slcnc> pulpci- ^0^^{r1jSlCj:c> 2"I5''<)}"}. i.s sc{ forih u: the po'ltoii of'ibc 
opccijicaliou iL-nnpiifL'Ucii "I )cscript'iivn oi'ihi.- rreferrod l2niix-»(li!iient.s." Thu?, thi? pas^a^^c if. 
i\o\ i\w bi'iajiest dt^L■lo'.,uR.■ of [\\c present iincniion and cLnin 2^; ^liuuki noi he ai1ihciai)> 
iirsffoxsed lo j prcfcncd cnihodunent, 

(lie i>iescui in\t-!Uion jt- broaJ!) disijosed a? a dcinking fucthoj ihai usls ihc biotogica! 
;iL-l!\u> o!~e,-i.'>n"!c--, ,V< c, ci; . speciilcaluju, pas.'c 5. iini.-- i-U. rhi¥ broad disc'osurc (."ftiic 
fu'vcinioii places no binitalion on ihe c-jn^-iLUeries al s> iueii lln \\:xo\c papoi is Lo be pulped. 
} urtiic' c> itlence lluu ;sppell;niis v-crc in pe^:.,ess)Oji of Li broader nn-cntion tliai pLieod no upper 
huiiE on ihc cunsi'Mcu'.-s al which the svasie paper is lo ov pulped is foiuki in (he a!]\,rna] claims. 
Fitr e^;linpie, liic pu!))ing step of oiii^inai tiaini 1 placed no upper or ]o\vcr hmii on die 
con-^fslcne> lo ne used m ihat step, lln'^' i-i l lear (■\ idence that appellants wcic m ptts^ession oi 
liie m^. eijtfon no\^ oos. lhi\.h in claim 28, 

'I b.e LXainiacr notes that die cousisicnc) range set forUi in diis clann 'eoulti [le construed 
lo niclude dr\ *MiiurJnuiion. whictj is cie.ul) uoi siippf-iricd. b\ ihe specijiciiruin.'' j-Sl, pas'c 2 In 
rnal- ing this .^etnnicni, die c^ianjiriL-r fads lo icad claim 2.S as a vslioie, (daim 2S dependis from 
cLiiisi 2 ! ( bi. niediod t fortit m claim 2 1 calh^ Sor ptdpiny \s aste jiiinted paper in an aqueous 

9 
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niciiinm. Ihuo. \%hi!c i-'uiim 2S ilous noi sci forih ju explicit nunionca! uppcT end for tlK- 
coi!?!Mk.ncv ran^'c. llic cbnn is jinule(i To pulping the wasic prijiiol paper in 'Aqueous, nicdium 
iKr il)c letjuirci-ncnfri ofciaini Zl. 1 hacfixc. ihc (.■xjiiniicr\s conLeni lliai cUiirn 2y includeo dr> 
comrra mill oil is misplaced. 

\\n liiosf.- EcaM)n<;, ilic ivfLxtmn ofchiim 28 under 3-' r.S.C, > ! i 2, firyi pjtagraph 
(xMTiLcii dost.- fi pi ion 1, shnuiJ he rcvc^^cd, 

(b) Rejeoliotis Lnder 35 l,S.<\ § Hf.^ 
/-ega/ Standard 

uininusncsL- it- a legal aiUclu^iOii badcJ ttn underlyiuy f-icls id' four J^ent.■^:l! i>pcg, a!i 
whicli niiisL be consideiod b\ die eA;mjnier. {] ) iho .-jOopL' and content ofilie prior an; {21 !he 
Is \ t 1 ofordiiuii-y :;kdl in the utt; ! >) d\c differences bciw lch the cLiinied iuvenlion and tht. pruu 
<iii, aiiii ( 4) .\\\\ obj(..-cti\'C iiuiieia of Tio-joln'tousnci;;. .Sec- (inijutiii > Ji>i!>t Fh-crc i o., T.S. 1. 

i 8. \4h \ ;SP(> ( i'.H'6), binlhennore, tbe "jdjctcrminatioD of oh vjous.ncsb cannot he 
iUu-oJ Oi> the lj!nd>ii'[u eonibiiiaUou of coniponenls seiLCU\'c!y culied from tiie pnoi un to lit die 
p.JiJ!iietur> of the paienlcM fiucniiori." I (J? Corp v / yjcji, Jr.c . i 59 ^34, 54n, 48 
I SF(,Ud 1.321. 132'.-fl-ed (^ir 1^)';^). Ralhcn Uicre nnusi be a teacbing or suggestiou w dhin ibc 
pnoi- ai L ^\ tdun !he naUre uf Uie probiem to be -solved, or \\ ilbiii she general know jedt,c td';! 
rKr.->o!. ofoulnuiis skili m the tkld of die fn\efU;on. to look tc paiticular bouicet,. to select 
patlK-uiai' ck-mcni;-, and to tonihiae ihem as coinbinud by the invciitoi. Sec Kniz v A H. Ch.incc 
C' 234 r 3d 054, 0h5, 57 USPO--d HOl, 1 kr (fed Cn 2000): i I'D ( orp, 15^5 ).\3d ;ii 54o. dS 
I Sf'^'2!l :it L'2^^. h\it!cli>cn:rr nrucknniMiiiiH')! A(} V hhiti;^cho C onihUTCiui Prods.. Ii;-. ,21 
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[' iii I'!/:. j!M SVQZO. ]3'f"\ 137'> ^FcJ. C u l^>'>'4) ("When the patcniud invcaiion is 

made hv t anjhinmg ktfDV.n (.Mniporicn"; ;o aciMCvc a ^c^\ s>'slcm, l!ie pnor .tri must pro\ ide ;i 
•u^j!.'.'su>>M or niottv .luon to make biich a co'nliinaiion."). As siatt tl in //.' Kcrjuh. P F 3(i 
i 1 M,"--^ 55 ( iSi<)2J LV (i c<1. Cir 20(K}). 

.\ eriittai step m analV/ ire ibc paleiiUihihix of oiainis pursuanl to .seef^on lO.^^j} i-, 
eaiiuiii six iinnt! hack in tlu' iniie ul invcndiui. to consider iIk ihmkuiL' (.)ronc of ordinau- 
nkill in ihe an ^uiiJ^J onU b\ ibe pricr arl rcflicue.s and \hc ihcii Lin-ccpted n istknn in 
!he HLkk See [In rej iK'mhuu/.. 1^5 F ,xi ^^''4 at W'k 50 [\SJ'il2d [16l4j ai i(.!7 
[Fed. Cit I'J'J*-)] tMuse adhe vnce to tbis uietliotloktos ic- espeeia1]\ inipertant tn cascb 
wUeie the \ery e.'use vMtii whuit the .ineution can he inideiaUXid moy pioii'ipi one ''lo "aU 
MctU't to the in^iJluu^ effect ei a iMuilsii^ii! syndrome wiieieiii tbisl \\hich on!>' the 
iavLntion taitylit js n^ed against jts i^acjiet." (d {(psotniL; U'Z cl! i.s.v-'ev , //,'( i 

(nfih'l-, Ai.". "■:) FJ.r]54(!, 155^. 2:0 L.S,PQ^i)3, 3)3 iked. <^h l'j;v3)). 

i, i "iiiini 2 ! is not oin ioun »/fi/rr .i'5 i ',S\ C, ^ over Japaitesc 

. Application ^V-fiJVQ {JP /« i-inv (f/i'S. Patent 4,923,505 {Fm^ntesi- 

By \^as of res icn , ckjiui 2{ '■X'ts lojih a mLthkid ol de-inktne \saste pnntcd paper 
*.0!i!prii,nii puipin:^ [he ^saslL primed papcj .a a pli bet\seen arid w uh an eivyjne capable oi 
dj--i'^l<i!n,'^ ink pditicles ni an jqucous ij-jcdntuj ai a pi 1 iJCiHcen 3 and H 'ihc itik diblodged 
Hum ihe ^\a'^^e piinicd papcf hv aLtion of ihe eii/>]iie and the dis'odyid ink pariieles arc 
temo\ v.d !knn the lesajntig pidp cdniaiu'iit; nied'U'T!. i he cxaninier believes jiiai the eonibmed 
djscki-siies ol IP ami Fueniu-s would l)a\e reudcied the siibjeel inatlcr ^"'t'ciuin! 2! a^ a 
w h^Af oh\ k,f;^ to a person ol ^l!dinar> skdl ei the an, Appeikuits tespeLtrLi'b, disagree. 



Appeiiants" V onMdt.-rattOi' of H' ''2')9 is ^.laseo 'ipoii the leconl copy Fnglisa iranokU'on of die 
i;ijia;::e^e lan^nia^^v doeinricni. 

No espkun:d abtne, Jaipi 4'' dcpc'ids n'om canceled cla n\ 41 ami wa;, mad', ertendy noi 
t,aj!>„eleci wiCii ckeus - i 'j he apperd has been w 'thdiav. r. as to chum 4" and clami 47 \s d! ht 
'bnitallx eanccted .t d'l .ipiii-opnate tni:t. at the c>inclu-^ion ofdicsc appeal pioceediiigs. 
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Slcic, it ia bclicxwd [he o^auMiC! hat. impcrniissihly usi'd appcUauJ'?' diSLiosnrc ofUic 
cifiinieci nunhod of cn/\iiKitica]i>' dt'-mking a? u voisd mup in oidcr to combine ihu disparate 
icauncs o.r J P '299 atsd Fucnlos sn an atlcnipi lo arn\ c a! \h-^ ^uhicci m.uu'i- ori'iaim 2 1 . 
JP '299 (tiUi !'i{i'}}i<'s th> not cshiblish a prima facie cusf ofi^lnion'^fn'ss 
IP \290 doc^ describe a nictlioti ofdc-Miking wasit* ivipcr using a LL-lialasL' e^.^>^llc. JP '^^'^J 
page 2. Any cell uia.sc may he used but it is pivlVraxl to asc "'j ajlkalinc cciiylasc. . Juu iiig 
optimum pii 8.0- l\A fpiotbrahiv K. i - j I Oj. paraL^ruph bridgin- p;.L'L-? 2-J .iP ^2^*9 also 
states iiuiL "solvciru acul alkfils oic. c.ai hi? added pnnidcd ii dues r^et aupairtlie oiTcci oriliis 
Inventior!," A/, page 4.. 

jP cNaDpliHts tLx claiint-d rncihnd h} way ui ast-nt'S cif L-xiicnniem^ dcscnhcd ia 
tiic spccjik.ation aad scncs i-'t~c<^mparativc cxpc: iuirntb. JP ■2'i9. Pxaniplcs 1-3 In each 
■.^ ^ pof ir.ieni, i (i daxh e to old paper) sodnam iivdroxiiie is u-^cd. A/ ! low ard N.apian. aii 
cuiph)>cc oi P:!./>!iiatic DcinLiiig rtvhMiiogics (PUi ), the hcenscecfthe pyc<cn\ patent 
appii.-ation, ha> <;abrnitted iwu dtxiaraliu/js uudu- 37 Cl\i ] J 32 that cotnpuiL- results ohiajiicd 
'roin c^peris-aonts dc^iyned lo track iherneihud ut i-\ainpic 2 ol'JP ■2';0 and the method ofcjiau 
21 aadcr aj)peaL 1 he Hk;! Kaplait Jeclaraiion u<apkju J) wtus iileJ wiVa the response oi 
\o\enVLVr 22. 2tni4 Th.e bccond Kapjaa deciarafuai (R.iplan U) was juiiiailv submiUed in 
incvccfued Jonii on Febniajy. !{., 2tt06. v.jth an e.vec.Ucd copy submined oil February 24, 2(}f)<j 
VVPaii. lac kapian declaration? will he diseuj^^cd in detail i'ifr..\ \hc\ arc i elegant to tlic prcsciU 
di^ca^.sion aN ihc tlecijrations csiabi-^h that pulpnig wasie papof m the presence <d 1 ^> by ^^e^gh 
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relative to [he waste paper ofNaOH results in ii pH of 10,6 (Kaplan i, % 4) or a pH of 1 i .19 
(Kapian ii, *|| 4). The esarainer has not. disputed these facts. 

Thu.s, ill coniparinLf Ihc disclosure of ,IP '299 with, the subject rruittej- of claim .1, il is seen 
that iP '2'.>'j docs iiol (lescribc pcrronning the dc-iiiking method ofthal referencL^ at a pM 
betwec'f! .3 and S as required by elain) 21 on appeal. The examiner agrees that JP '299 and claint 
.il dijlor in this way. stating "JP \':.99 does nol. expressly djsciose that ihe pulping occurs al a pH 
bciwecn 3 and H.'" TR, page 7, The CKaniifiC)" proposes to nrakc up for tliis nrissrng ieachhig 
horn JP '"2'}9 in two ways. First, the examiner states fhat 'M!^ '299 discloses that the rerereDce 
discloses thai the enzyme used in [JP '299] can be a commonly occurring celluUise or alkaline 
eeihilaae (p. 2, % 6), ihai ackl and alkali can be added {e.g.. for adja.sting pli: p. 4, i| 4), and thai 
fhc examples pro\-!tlcd do not rcstrici the invention (p.4,1i4)." Id. Second, the examiner points 
out thai P'aefites "discloses pulping recycled fibers with cellulase added at a pf-f LicLwecn .3 and 7 
{col. 3, lines 36-43), and in an example 4.S (col. 4, lines 38-39), wiiich contains three speci.he 
pciiius (3, 4.8, and 7} within tlic claimed range of betv'cen 3 and S," Id., page &. For the reasons 
that lijllovv, netiher JP '299 by iiscLf nor )n eombinatian with Fuentes establishes a priina facie 
case ijbviousness aguinst the subject nu^ttcr of claim 21 coiisidercd as a whole. 

NciUicr the disclosure of JP '299 ihat common or alkaline cclhdases may be used in that 
in\ eniion nor ihe disclosure that acid and alk.di can be added suggest that ihe dedukiiig process 
of JP '299 operates al a pfl beivvec!-! 3 and S. It is ufiderstood that the examples of JP '2*j9 are 
not limitir^g. liowever a prior art reierence musi be coiisidered in its entirety: i.e., as a whole, 
mcludtng portions that would lead away froni the claimed iin-ention. H'.L. Gore & Assockncs. 
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Inc. y uarl.'K-L inr . Ill V 2d !540. 2.70 \ ,SPO 303 {i-Vd. Cir. i<-^-S"), n'.n ih'nieJ. Mv) T.S 
( j 9S it. Pui tlK'niior^-. "ir considciiiij tlic fli^clo^uic ofa rufcrviico, ii is pit>pLT to utkc ini'i 
acc^lu^l^ Dot ou!\ ii|>cciUc fi.\ichiiti.'s of the icfcrLiiiv but also inc inicrL'tiCL-s one skilled in 

ih'- ail 'Ataiid ^e;L-^onably he L-\pecttd Ic draw tluTehoni " In /r /'rafa. 4Ul l\2d 825. ^^2(^, 1 
rSPO ^d:, '.aa (t'CPA !^^(^S^ As ^rjiicd by the Ft.di.-!\d Circuit. ■'f\\ lluu a rcfcrcnco teathv^ or 
Miyiicsis iiHUst bo L-Nannncd ni ^:onW\{ n['x\v: knowlcdiie, skill and rcasooHTy ahdit)' oi a 
;s]dllc(i .u-nsan/' SMUi^\ (t ' V J j /./C r. .,7»r;^t'\ /rir , 4i;7 3d. 1371, 1 38t). 7d USP02d 1S23. 
1:830 {Fed. C'lr. 2005}. 

J lie fatls ofiL-LOid cc^nblksii duu a (x;i-so)-) '^kdkd in the dt-mking an ai die tinif f^ft.he 
piv^ieni ihvenlion wtnJii have scad .IP \2*-)9 a.s fcaebinsy lhat ihe mkinu. melhod oi'tiic leicrciice 
-Uouki he op^a-atcd ai a !ugh alkaline pH. noL ai a pi I bcPA.vn 3 and 5^. \V1ijle noi hmiting. die 
o\ainpie.s uf.lP '2'-"' p{o\!dc in^^iijlu uiSo Che ihinkint; ofUiusc ol oKiinai y skiil iti die an at die 
tinic Ibf pivdoni: anndcaiiosi w <!5 liicd Despite measuring ilu actnaty ofihe eolkdase usL.d in die 
ex.ifaple^i ..flhc re:efencf ai a p! i ot\i.(i, jP '2'^^^). p.igc iho invenints of ,jp '20^^ peifoniK-d [lie 
e,\aiiip!c-., !x)tb the in\enti\e and eurnpajatlvc examples at a hiuh alkaline pH, iO-1 ] . Hiks 
iaet speaks mraKitres of the thinkini: oftho^e skdlcd in die art ai. the tune the i>reficnt appb( ation 
v,a.N i'ded. 11 the eivKinatic aoii\ iiv was measured at a pi! oi'O.tk why were die examples 
opcraied al a pii ofiO-l I? ihc ansuer \o ihai qtte.stion is provided by eeriani nfthe e\idenec 
apn-Jiants ha\c intKKiueed iiiio the record. 

At d^e 'une die present apf licatiou was niak persons skilled in diis att behe\ed that de- 
p.ikini; iiiedinds should inH ijcopciatcd ai aeid or neutral corainions ^incc "it uay tlu-iiii^lu 
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alkiiUnc ctiiKiiiiotis u ere- jcquucci to iu-hiiex c sv. of she fibci-s 5icces;>.iry to i cnuno jnlv 

p.irht Ic^ " !;<.v^l;n,itioit ol ix;iil-hnk L Liiks-st>n hlcU undc' "i? CFR i,].'^2 ^LriLssoii 

i.lcLk^jJiicu). [>iir.iauiph 5 As evplainod h) Or hnkssuii' 

Bchirc tlic dc->cnp:ivja in ihc .iiK>\ c-kicnti fled .ipphcaiion. !l wdd heiic\cd thdt 
.liLribnc condil'ous wcu ncc^ssLvy to cau^c ink t uiiUiiiung paper llbcts to swell lo 
ciTcci dell hcri/at ton im-J dL'inkKig by eii/yiTiOs. \hdciii alkdlnic contltliOi^.^. one 
wuiilJ not ha\c expected s\^elll:lL,. xit} dieteluivj' J^inkinii. U> oecur a'^ a ic^^ult of 
die .Jtifiiiioii oi\ioinktnv en/Nisies alone ;n the puljiing pioe^ss In tke dvint> lay 
aii, dierc ib usc; lueiitv years of pubiishfd deuided siudies Itoin ewiiifnero.ik 
^iLcKkijiK, and <j.u\ ernnient lal)oraiottev tliat enipha\i/e that chemical inotliiictii^iu 
and livatuji lit by aikah cxpo^iirc iS es.sentui) and iJi,cess.M-y for dcmkinL'. As a 
rceent e^aisip'c, etielosoJ ib a copy o) d'le j'apei and Pulp Internationa! (PPI) 
pa[ili..aii{in cnntled "Neuira! Dctjikni^' \Like« It.- Oebut". describing the 
l'ieakL[i!%>ii^^ii in OciclK-r I '-'93 o! de:nk!iu> in nculra! condilic^iu^, \\ithoiU tj.e 
.uidition <M'\!kiili^ ducli as <;(i<liuni h> Jroxidc to die palp prioi lo oi diinng 
del n king, 

1 LeieJo.e. to one skiii >n die firt ui tiic tune the aboxe-ttiennMeJ applieatjor! wu? 
on,L:iij,!H\ fiied, die dcinlJng action ol en/>iiii.s in a non-alkaiiue raediiini ^Aoiikl ha\e 
been bwiii novel and surnnbuii.' An e\pcci<ifion oj'th.- succes^fui ik^e ot dcinknig 
en 'Vine'- n^ an aqaeons racdntm haMng a pi I orbeiwrei. aboui 3 and S not t^^unj in tlie 
paicni 11 ts ij-, opnnon that onoi to ilie uixcnlioii described tn titc abuve-idei!tilie<l 
patent apphcanon. no one .skiOed in ihc art woidd ha\e coniifderod e\'ak:a!inji demkint: 
en.'Nine.-^ alone x'^ithout the addition ofalkali.--, 

><ee ak.o, Deok'iration ol fioisgidb i FveJeigh, executed ^pnl !2, „^U(!4, llled undei 37 CFR § 

1 13: (I veloigb 1). p;c.agraplk, 0 and 7 Special atteniion siiould lie jjaid to ;he PPl document 

c.^Jl k'i ^■nkri^o^ and rxeleieb ote and disciif.s in their tedpceiivc d'^claiatinns b.nce PPl 

douiujenih \\o\\ neanal de ifkmy ua^ set u to be a breaktiiroLigh of Ociobei i'>03. a unit Luer 

ib;ai fh<tt oTthe {nesetu unention PIM conllnns whal v.orkejs ra dn^ hold kne\v ahoui de-ankin^u' 

at the tnne ofuie pfesuU in\ cntion, that d'NaUi! is EH>t used m a de-nikin:.^ {uncev.. odier 



nuasuiL>. sueii .is efflcieni Isbet-todlbei tiieiion, tniL-t be u?cd to <iehte\e good, ink rcniov.d 
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PPi, second page, llrsi coiuinn. The Declaration of i iarald Schmici, evxccuied May 7, 2004, fikui 
liiidcr 37 CF.R. § L1 32 (Schtnid) coniirins thai the de-inking y^-ocess discussed in PPi was 
tlchigndd arul operatct.i [o nra under nciitral conditions. 

in addition, ;i second declaraLson by Dr. Eveleigh, DccianiHoiJ of Douglas E, Eveleigh, 
execLUed March 19'.>(>, jitedunder37 CFR 6 1.132 (nveieigh K), supports Uk- proposition that 
prior to the present invention, ii was believed by persofis of ordinary .ski!! in tliis aj't that, 
eeilulases could only be used io treat cellulose fibers in conjunctior! wiU'i chemical rnodificalion 
of die ccliulosc fibers. While frveleigh U is not directed lo J.P "299, it is relevant io tlie present 
ob^■iousncss inquiiy as Dr. Bveieigh discussed the history of using enzymes, such as celinkises, 
to aficci cclluiolysis. Dr. Eveleigh stated that ihc state of tite art. ai the time of the present 
invention was tlsal chendcal niodiilcaiion and treatment of cellulose jibers was essential and 
necessary lor e!Ticici-)t cedulolysis. Dr. Eveleigh stated that one of ordinary sldl) in die an would 
consider the deinking action of celluiases alone a.s novel and uiiusual. 

Nor does the disclosure in JP '299 tluat acid or alkali can be used in that de-inking nieliiod 
hcip t!ie e.vannner's case. That disclosure in .IP '299 is withoui any conicxi. or direction and is 
esscf jtia!!y nu-aningless. U should fu'st be noted ihal the examiner has misapprehended the 
df solo.'; are of .IP '299 when the examiner stales thai .IP '299 discloses that "acid and alkali can be 
added {e.g., for adjusting pI-[; p. 4, % 3}." What JP '299 actually states at that section is that 
"soh ent, acid, alkali etc. can be added pro\ ided it does ool impair the eflect of the invention," 
,/>'/. } P '299 d<.)es not, as ;isserted by the e.^iatniner, state that tiic purpose of adding acid or alkali 
is lo acyust pM. 'fhose words do not appear in thai passage, Whiie inventing teachings in die 
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!-:fcrenct.\ ilic usarduier {_^norc^'. ihi catUionary ^uatemcnt in Ihi.- pcLssai^c that joivuut, acul alkaii 
ijk- cjii Uit.t! if !ho )■ use docs iioi nnp^iir lite uHcci of fiic urvcniioii It is inciunbeiu upoii ilu; 

ciiitnic! to e<.tablisii tlirougli uiencc lUai -^'Mvosit. acici. dWnh wouid iiavo boon used by u 
person ■'i'','rdiniii\ ^^kU! ui ilw ati i!i sU'jii a iiumnet iliai (he de-inkuni; •proce:^h otMl* '29^'> uould 
not !io nnpiiHX-d. AW liut is uiu;.;ht by JP '2'!9 in rc!^,a!\i to tiic pi [ to be used dm uvj. she dc-inKijiu 
tiicshod is iou!Ul ni dsc o\aniplcs where apH m i!k- r;^ni:^. ol'ltJ-l ] is used 

I'urJK-rniuic, Uiis pas-sage of.!!* '2'^^ is e^^sentialiy mcaningk'p.s as Uvj iClorctK'C does i;ot 
pio\ idc any t'aJiSitnco as to how nuicli aeid or aikah to be added and tor u iiai puipo-;e. 
^^'he^hci the additiun ol .jeid and or alkali lo Ute de-iakinL; niclhod of J)' 'J^'J wilj affcef ihe pli 
of ihc auucojs n-ijdunn to ai^.y -aoniflLant deutvc v\dl ticpond upoji a muh.iiadc of lactors 
fnciaeuu? die amount added, odior reas/ciJ.v used and their amount It nia> he that aeid tundd be 
usefi tt> Soucj a scr\ h-yi alkaiino pH obtained ihroueji use of a uombinalion of alkaline reaL'en!:^ 
i>i u pll vii" lO-l 1 shovMi io he iL-oful in liie evaiijples ofJP 'J'K), 1 ais iS .'ipet ulatiou oi course but 
it ^er\ e^ lo illusirale the poinl tijat ll\e eAaminer^s reiumee apuu this passage ed'JP 
ripcealalivc .t! he^i. Whai is elear i-- that JP ^jW doe.s not tcaci. or suggest that the de-inkins' 
iiicdiod ofihiU tcflrtneL shoukl ho eondiicied af a pli bciueen and S as rtxjtnred h> eiaim 21 
on apptflgl, 

Wii.'n a piece o! ptior art "iugyesis diat the hue of de\ elopmcnl llowini; mp■\^ ihc 
icferenoe's dioctosuie i> uuhKely lu be piodactise of me lesuls soiighi by ilie Appollanl'' the piece 
of prHii an ,said to "teaci] awa\" fioni the ekiiir.od invoutioti. iv Ciurlcy. 11 V3A 551, 553, 
31 \ SPQ:d il3n. H.^l (Fed <.-;t ]9^>4) Thss the ease here. Titeje noihiay in JP "^M^Mhai 



Fiietl: July 23, 

Ni n in L KvniAi. brief 

su?.i.;e^'.to ;i tk'-inkin^ nicihot! earned out di a pH orbetween 3 and s \souki be usciiil. The use of 
I pi i of i '■)- 1 1 m the e\;unp)tj;> nwivy (rom ihe m\ cnxiou of claim 2 i , 

1 iic cuinbijiod dist-losua-i? (.'I'JF' I'-^'i and intenit-'S do nut esUiblisii a priuhi IdLic ease of 
libs KHi:^i■ie^^. riionies dat.\^ describe the use ol-eel'uiapc en/ymc lo ifvat :i pjper pulp hi. col. 
liPv-- 3tol. iloue^cr. the meihod ofFLientes di>es not in\o!\-c Je-inkine, Rather, l-iionlc; treais 
J pulp \ui\ inu Li SR with celUiUise lo kn\er i\\c SR \\-jthout hiU'Hiij :in uiiJcsiruble clTecl on 
ihe iiii_eb;!!)ii..id sueni/'.h (.d'thu paper m.'.nuhieUircd from the prdp. hi , co!. .2. iiiie.s 44— 
ru'.-nii.tt ftt;UL> ihal the pf j uTtliat pruee^s ks [treferdb!)' between 3 and 7 to ;i>oi<i deiiauiriiig die 
ei-/>ne-^ Id , col J. HPies .i6-43 The puli) be- li-eateU Ui pLictifes nmy conUiin iec>tlcd llbeic.. 
it/, col. 2. hne.s 48-3.r 

! !ic last teacSuruit- oiTucnien need to be put in pi'opcr ivji^puclUk.. lixaniple i of 
i uenie; ss tustiuetixe iKTc. in ibt^ ex<itnpie a pajier pulp tiiaL ijieJiklcd recych:;d cardboard 
(..di'ions {ruatcd n fill sulphuric acid to adiiFt Uk pH t>l die suspLtiSion lo A.h. Neither die 
uieJhon dic.scj-ibcd m Puenies i:or Rxasnple 1 ofj-uentcti id a dc-inki:ig pjcdiod as rcuiurcd b\ 
cl;uin 1 \ appeal or as .;el forth \\\ W '2'^'^'-) Uallior. the metl-iod of i'ucntcs can use the fiber.- 
j-irOiiuLcd h\ a de-ird.tny proccs.^ reeyeled i'xWvi, Thu^, b'uctncs aad J!'-' "299 describe two 
df^pniaic. separaiL- and dishiul pufC'jsses .\ person of'skili in die art would fiat inok to FnefUes 
ior inMubt Jti leuaid to de-inkin<j wa.'.te paper. 

Ifanxlhing- FuenuN ieaeiK\s aw;o t\om eondui..unL' Hie dc-jiikiiig pioccst. of jp ■2''9 at a 
i)H between 3 arid N As iueniioncd. kuentcs prefers to siperatc tliut prt^ccys at a pH between ? 
and " to .c'oid deiiaiunni.' the etv>nK-, Cine can ^-.pccukitc diai rs why JP '2^9 nieaMrred the 
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S3 BSiM MI Kl'Vl \\ HUU \ 

':n, s'nij.ijc it\ ir'ihu celluiuso li^od m (he cxMuioL'^ ul <i pi I of (xC R^,^ga!\i]css. the fact 
fopianis lii.u tf:ij ttnh -spt'Oiijr ^niitiruK-c dC! [brth hi il' '^^J9 ^i? to tiu' pi) to bi, use^i in th.it Ji„'- 
mkifie inoiiKH], Ui> c\.ipjjiK\-,, wVio liio person of\.ruinai-\ skill m ihc :u[ \o ^Ainduci a dr-iiikint; 
nioihou a' a ]:in of\n- 1 i tk.-pUc hci\ inj; n.ea^utxd the af.-u\ i\y ofiho cciluktsc at a pll ot'd 0 

the {.'ao]-}iny.-> i>f FueniL's in n-^jAnl lu Us c<^ncfni abcMt! Jenatiuinu ihc enzyme ifa rli 
hii:!u>i than bLiwct-u 3 and is used ^\c»uki he Mcwcd b> a pcuiun o! orduiar}- skill m :hc ari as 
bk'iny rciovani k- a do-inkin^- method, thai hypotb-^tical pcisoji ■-,\-n!lJ imdcrstanJ lioni rcadint: .IP 
2'>'.* ilia^ civ\uic {-icnaiuriUit^! is nut a coiireni m a dc-inkinL incthod since IP 'l-i') puirei ds to 
lu-^c t.1. ihtlasL' in <i dc-ti)k 11^4 niciiod usm^ia pH (.d"'*)-!! 

I he cxauiHiei iK-re-^ ihai .d' ."109 sutc-^ that oomir.f-sn ccliuia^es miw be iisod and that 
alkaline L.diukiscs arc onl\ picieiied. TR. pii^xc ?> i his i5 coneci Ho\\c\lm-, ib.is genera! 
diixdusuic (.Kico iKH .-ui'gesl ih.ii the de-inka^i^ iVieihod of JP '2'» js tu be pcjfurfned at a pH 
between 3 and d. As de\ cojied above J'-* 'l'-)'-) njeas.ared ihe en^\TiiaUe ac!i\ Ay of the ceilulasc 
Lk.ed sii tl). e\a npios at a pfl .d {> 0 and Lhen pioeeeda! in ase thai cn/\afe iii a nit.di(iil wh^n: die 
p! 1 of ihe aquetiiis nieduini s\ a.- 1 fi-! ! Reganlles^ ed"thc acm ity ranyt, oj optijna! acn\ ity of a 
ccilu'jije, Ji' 2d9 poinis the skilled .uHsan m Lt«nduet the de-nihng niaivxl under hiyh <dLihne 
conditions. (pi-| H)-i i ). 

! lie cxarnnci adnnis iIlt \hc rr|eciion is noi prenn^^od upon JP bugye-usng that 
ccihdaiiOs ean he used ri iiat -ns'cnlion o\ei I'leir entire ran<;e of.ictix it\ bul uUhcr, Fiienles ts 
icked upon 10 (>K.\ide the pll range hn ihe ieieclu-n PR, page 3. 
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SJ BSi Hi iE WVVAi BRIEF 

The exaniincr ujIso noies ihai ''[d]e!lberiza!iou or pulping, is lecited as the firsi slep in 
claims 2 i and 3i [and] Fuentes was applied to show a pulping step under pH condi!.ioT?s within 
ihe ciaimed pi I conditions, using enzymes capable of dislodging ink parEicJes."' AA, page 3. 1'o 
ef-iiiak; iiie pi.dpir.g sicp of Fuentes wilh the paliping step ofJP '299 onbc present invention is 
comparing apples wiUi oranges. As deveioped above, Uie pulping step of FueiUes is for ihc 
purpose of deilheriziiig the puip suspension lo improve the suspension's SR. value, Fuentes is 
no! involved v, ilh de-inkiny, "rhiLS, while Fuenles does pulp recycled Hbers in the presence ofan 
ej^zynie ;.if. a between and 7. tlsat p)-ocess has noihing to do with de-inking and does not 
prtivide the requisiie reason, suggestion or motivation lo niodiiy ,]P '299 in any manner. 

For ii-ie reasons set Ibrth above, the examiner's rejeelion should be reversed. 
Appu'lkinis ' evidence of iian-ffbviausfU'ss 

.Alter evidenee or argument is submitied by the Appellant in response to an obviousness 
rejection, "natentabi liiy is deiennin.ed on ihc totahiy ofthe record, by a preponderance of 
cvidciiee v.iih due corisideraLion to persuasi ver.ess of the argument," //( re Ociiker, 977 F.2d 
1443, 1445, 24 l.iSP02d 1443, 1444 {Fed. Cir. 1992); see in rc Piaseda, 745 F.2d 1468, 1471- 
72, 223 ?..iSPQ 785, 787 (Fed. Cir, 1984) {"All evidence on the question of obx^iousness nrust be 
eonsidcicd, both tliat supporiing and that, rebutting the prima facie case."), 'df rebuttal evidence 
o.racieqiiate weighi is producetl, the holdrng of p}-'inia facie olnaousness, being but a legal 
inference i'ronf previously uncontradicted evidence, is dissipated. Regajvlless of wheilter the 
prima Jacie case could have been characterized as st.ro)ig or weak, the examiner must consider all 
of die evidence anew {■^iasecki. supra. 
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Appcllanis iciv upon the ll>lloviiiii (.kxiaiaiions Hlotl lkkIlt 3" CFR as c\ idcij^L' 

of mn-obvjousness; 

* Kaplan ! 

* ivaplari II 

« r\cluj:ij!l 

( jtLssun. [ \ijli.j^,ih 1 ;iiiJ 11, and Sclin5ic uitj liiscus^cd 'obow m leiLjlion lo Ihc prunti [\kic 
LahC <n\'\ .^ci\L i'^- un<icmitjjL' ihe ■j\ai;!-ini.'r\s slated farts anu tca.^niis in .^upport iiiortVL iCaptan i 
and ][ (ioscnbk; ilic ^\buUs obujir.L-d iVam a suics oi compar:Ui\c tests that csiahlj,sli dL--irikini; 
^vusfi. ptiuljd paper acrordiiiij *tO iho present nivcntion v, hero an on/\'mc is used VA a pll hemeen 
3 and S micvpLctetiiy it!!jiK>vc^. the bnglstite-s ofdie trc.iied puip (Paper ),-\aiue) and die 
^UiftiMc-^-. t>rtho ililiatc (hiitratc I -value) eoniparcd sMih a dc-iiikint; meLhod that asca an 
cn-'S'nte aiui r „ "^JaOi! 

\.s .'\pLuncd hs ^h■. Kaplan, ihc residts ^how thai {reatmoni al hnwr pH ^^^is more 
lUiwac dian ihu iioatns'.'nL at She higher pll. in ihe presence oi KiiO\ ( Kaplan 1. "Si Kapiasi 
11 1 Hk denioti^iKUai resulis arc reievaiU in the real world as du- incicjiied ^vhiieness mcnis 
that it-i, hliML'li N used. Kaplan \l " 7 in addition Mr K<i]i]an sLitub iUnl the Mipcrior rcsuhr^ 
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S5 BSfin TIC y*t>r \i muEV 

ol'i;jinci.] v.S)!'.ifuit KdO\i si^inificaiuly iCvijccs iho cost of ihe niclltod !hc ojicraior duci not 
sncui ihe l,>sI <A NaOH Kaphm I. « K^iniau 11. « 8. 

!n conMdc!ii!L; ilu: rosuHs t^oi Ibiih in K;i]ihin i and i), it shouki be kept jn nund ihai 
'-jojliN HHu^ncs? ixoci- mi\ rcquirv- jh-n-inle prcdicLibihty ^m'sliocc^.n. liKii.-rd4. for many in\cnUon^ 
ih\i vconi Ljiuic ob\ iout3, Liiorci^ tin .ib^scilutc puxlictalidity of ^uocc.-^s uniii mc iu\ OiUioi) i'. 
icJiu-'^d so praciif-e ] hero iG alwass at icasl :x |'0^.-jh Jst) of itnexpccicd asuits, \\y,\\ \s(ULld lljru 
piv'S idc an obiC'jlsVi, oasi^ for f,ho-\\in^ that ihc jiivcjiUon. 'dtSKahdi app.uvnl!\ uhvioui.. \\a-- ii! 
la", iiuiioinious;" /ti rcO F,ini-:,\ 8?3 T 2(! H'U, ^^CJ. 7 i \SPQ2a In"?. 1681 (Fed Cjr. iOS8) 
fin'- is s!k ca>.c here, / e the iccufd o idefioc tifnon-dhA iOList^cs^ pro\ fdcs aji obiccln e ba^j^ lo 
coiiLfiKlc thai lliL ptLficni !ii\eniiun is jioji-ubMoii'^. 

i ix o,-.aiiiinc! ^^ntiCl/od kapian i[. slatiiSL, {hi\{ the '-.howsng it, ikjI cojiimcnsiirdie in ;5copL 
nnh the claims ar.d dui ^ not compare the ehamoJ Mibiec: maucr Uh the eiosesi pnor art PR. 

Pi ir,r £u diseas.Mntr Ihe . \<arinei 'o specific LtUicioni^ oi" Kapian IL ii shoaid he noied ?hai 
Kaplan If isnot Jlie onh e\ Kiencj of non ohMotiMiess jched lipon b> appuilanis. Consideriiiy 
the e\ idcnce m pieccnieal fashion !s k-L^ai enoj P!.j-.\\i,!, w//7,; Jr.i,i as exaj-iimei^- admuuj.sl] 
that i-elorofKe.s reliuJ up-^n m ^uppon ol an ob\ ioi!^iK\ss leiecMon miisr he considcrcii logeihc 
an'i not ukIix uifialb,, ihe law is equaily eSeur that reiuitlai e^ idence miisi he considered in its 
cnniLt) not picct-h) -pscee and c\ aiisated nidp. uiuallv lor it;; Lnockdosvn \ ahae. /./ 1 iius. the 
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nccd^ lo tuke u islop ba^V fec\ali3LUe ihc ooiu;luhioij itfobx iousness in light ofali 
the OS idcnce of rccMxi, not jiKt Kaplan U. 

I he exaniinof fii'ii bUUe^ thai "Ml^c data pioviJcd in [Kaphni If] ]v-o\ Idea evidence ibr 
<m{\ 'A iiiiuieti nuu;o (appro\iinalei\ 7.44 u» ~ ajid dues not pjO\)dc c\ idcnce dial s\<^uld load 
Oil.' ol f^jdiuai N j,J.di ui tl'o ari lo dctonnino a trend fu: tbt. jcsi oTdiL' cJamied niugc," Fk pay.c 
5 rbi, c\.uriinci .d?o slates tii.^t ic^i d.uu id K^pUu-! li i'L.'prcsLnLaiivv, of ji' '2'0'-) 'i=. h.\<cd upon 
a "pfeicficd onih(.!timienr' and tlial JP 'l'-i'> st;]tcs thai commonK occur! 'iig colhdases i_an he 
ii^od ^^^d■!^,^it tcyi' i<jiou. V?-. Paiges 5-6, '] ho cxaiuiac! m-.cc ayaiu iciics iipou the .staiejneni \n 
.!]* ^Z9^> ilvM acid and alkah can be ut-od. "cicar!\ ^Usjg,cstini^ iIkjI die in%'e5Uion is uoi rc^'nctcd lo 
i[jL e\;'jr.p!cs " I R. na;;c <' Fbc csaiufurr cciuiiudcs tiial "IP ii. n(.>t Intukd Vo aikalme 
JciUK.np fo addin^: \a(dl [-i the pn>CL'bs " IJ 1 lie cxinrdner's cfil'tisiris are ni!splaci.d 

[ji inepanuy eunipai au\ e c^ idt.iice, a patent \ppeH:uii can o))lv be reasonabl\' held to 
•,(a)iparine with wiial [be refereisee explicit!)' dcocnhc-i, not vjiat a p;uen( cNamiiicr PL!bjeclivet\ 
.leifcxes tao reten riC'.' sagifccfs. [lore, the staieiTi.ni m }i' '2')S) that acid or aikah can be used 
iwo .'iMicsal and h lioi ruisonabix auji^caine oi isnviiiing JP ^2'-)9 does noi suite ho\\ much acsd 
Hi aii.ah can be used <■>] tor ^Ahai pnipose The '.^.niy ohjeeine iiuitiance gn. en in JP 'l'-)^ in ilus 
fcgard Ks found in tlK cxainjiies where r.\^ XaOlI \\a^ nsed fu ho)d that tlie geneial statcnicr.l 
in JP \!*»V \h.M acid or alkali means that appeilanl? .sJionld [est tlicir ;nveution agaiiibt a t^uppi'Scd 
onihtidimotu oi IP '2^^> ipaU tides a pi I betv.ecn } and S in 0'=;3enco a requiiemeni tluit 
apfj-.'it.^nis test dunt nnention aga'T^i dioir iiA ciUiOii. ilete, iiie exannsier agiees thai JP "l^'') 
dv>e- no! teach. <>r ;,u^'gesl that that nielh-'d he uporated ai a f)H beiwccn 3 and S lu^ the reioctinj-! jS 
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ob\3uusucss, no\ anijLipaMon, .uid FucnlLS ts v\})licnly i .HkJ upon hv 1io fv.urjncr io! j'o 
di^X'iuL,u!v o^l^Slnl;cv.'illl^:^s^: lo [rp;ii collulosc ilbers at a pTI hav^ oen 3 nviA 7 in iIjl- pivsonco vf 
;in cnzvinc. i iuis, lUc compLinMfji :^c( kiith in [■vaphin !1, as well as K.i]i]:in K !s a comparison 
wuh ibe ciosest prior an, 

f he c\L!i-]iij!i.T's(.-:iSiciini lhai tiic datvi ii^ Kaphm !l i^; for ;i iiniilcd wunac and u.^iijd uoi 
aiiow a pcvwn oi' owlmnvy skiH in tlic an tt^ determine a ircnd !S without laciiKii siinpon Thc 
lo.li-, set [hnh hi K:iphu W con^p.itf iho niveninc dL=--inkjng mciliod at the upper end ufthc 
chiiural pi ! range witii ihc only obiccti\e guid^iiiL'c ^ivcn >n JP "2'>'> in regard lo p[). W'lMi 
appeiiant^ bj\Hj,i prc^-^nied oh)oc^i^e rchutliil cMdeiier;. Hie burden is shii'icd to ihe e\aniinei io 
presciu I;ui-b;3S0t1 rc;ii>03)s w h\ the rehuUai e\ idence is insujliCfcnf. Just as cxanMncrs ;idniorneh 
ih.ii uiiMi})potfed aiu>rne> argunKiit IbiKA pc!siU!si\e. a patent examiner^ ntisupportai aiL^ntnent 
is etjifaliy unpersuasive. 

The examiner aho notes dnu the expeiunonls set Ibrtli in kaphm 1] reprr--,ep.tati\ c oT JP 
itbcd a diflcrer.t ccHuLibe than iKscd Jii the cx.pennieni'; represcntitig the iiivcniion and thai 
the -hnyhmess dsfJefenee between the t^\^. setb orexpennienis may be due to a iu-ne e!!ec!i\e 
eeihiias-e benn; used to ieprt.iiera the elaiiried unention, l-R, page (\ As exphiined h\ Mr. 
Kapkai. none ofijie <:u/,\nicA described at pa^v 3 ofJP '2'J'-> were avadaide. Ka])laa )1, ^ 5, The 
esanifiiej Uui- not jir^nided a hset-based siaieuient wh> the en/\nieg chosen b;, Mr. Rapkm are 
not lepresenlaiivo vi die speeiflc ((.achii.us '^J') and ofthe piesenl de-inkin- metlKid ! iic 
ovanimer statement th:U the dtffeienee i;i the buiJ:htne.s3 data ma> be (lue to a mote etTeeii\'c 

eeiiuk^ie !>eHh' ur^ed ie. repiesem the ekniited inventjon is unsupponed b\ aii> evidence. 
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i uklug sf..p bdcic o.fui eiL'hiiig ;hc u\ iJcuce ofobv iousncsy rcHed upon hy ihc 
o-viimincr against ihc cxidcnn. of no!i-ob\ iou^jucss rched upon iippclLmt^. it ib boIi'j\-cJ that ific 
oi.?;ir v/oighi of Eiit evKiL'nc'j is in or ofappclhinis .li^ '29^> uuuld he tviid by o person of 
ou!f!iar> si. ill in di^ ue-inkini: dii In \Uc coistcxi of llic auUc of Ihc ari ofdiis ilcld at du; iiuie of 
die present insvntioii. This means ihai ihc pcrsdii ofnrdin.iry skdl in the art would h:i\c 
uudcrsloud that dc-uil.hv' acc^^rdmg tu .11' ^29<-5 would VAl pla>:- at a pH idglicr thaii hctv\ een 3 
j!k] 8, sticit c^^^ lo-"J 1 as used in the c\ainpies ofdu; udcrcnce, siucu Uic art cousidcruJ hiL'lipH 
essciitud to HbcT s\sc]]ing in uuicr to rL'^K>^'c ufu piirtteles (Rrik<--.son, Eveicigh I). The gcncr;;! 
'-uteniciit in JP [hat acid or ufhali tun h.' used lu that invention ioo genera] to ba\e an\' 
iiiciinuii? to a person ofoH.hnar\ sKiii in tlte ari fhc onls uiiiiance JP '2')') sets \nnh for tiie use 
o{ .-uch chemicals is C! the esajniilcs wh.cic {''., NaCd ! is used tpt! It)-! j ). j-neiUcb i^; directed to 
:) si-paratL.- aiclh'^d of pulpitii', eellulotje rihcis atid is not direelod io de-inking. flius, its 
c\-!de!Uiaiy xuiu^ as used >n Ihc examiner's rcjccitou is nmhmai, if at all rciovant to thi. present 
'.>bviou£inc«^ inquii-}. 

Wi ct^iurast lo tlie ^\euk e\-ideui.e orob\'UM!stiess r>.iicd upon by ihc exaininer, appellants 
hj\'e relied npou siijtsiantiaJ e\idcuct of nonM>h\-iousncbs thai undenninefa the factual support of 
fbL esanimef's rejccUwn as wJl as usiabiishing thai the prcseui nicthcx] o! dc-fukint; 
uue\peeicdj> iniproNcs the hiightucss of the fibers The greaier ucighl of the evidence hcs in 
appedaiiis' r;]\(,r and re\crsa! of riie ob\ inui-ncss icjeetion of rkiitn 21 is cacnesl!\ s'^dieited. 



Filed: July 22, I9m. 

sriss ri n: i'E appeal brief 

ii. am'ms 22-2 ^ ift ./5 ^/h;/ ./5-5/; «ix' not Obvious Over JP '299 and 

fue flies 

(-'iajins 22-2", 30. 45 xnCi 4N-50 dvpctul cithci- ciii-cotK or itidircctiy from cianr, 21 . I or 

Uk- p!!i[)os'w-; or([ii:-> appeal uioi}^, no iL'ivjiatc argiiujcii'i iS pic;fcnicd in jcgaici iiicsc dcpeiidcni 

ciaujjj. 'lhui>. Incir py!ciU;ihi!!{\ will slaud or whh ciaiiii 21. 

m. Chum M Ls not ohvions ovi'r JP '29^J and Fuentcs am! in further vk-w 

ofi 'S. PiKcnt ■h:US,(}'^4 inam'man) 

By ua\ of fcs lew , cLuni 3 i \-- simiiar lo i;iaini 2 1 and sets ionh a OK'tlwd ofdc-ifilvnig 

priniLd papL'i conipnsmg pulping die waste prin!cd paper ai a pH bciween 3 and 8 \v![h an 

en --vine Lapahlc of d)s]<xhfing mk p;u Meles in an aqueous niediuiri at a \^\] bctwoeii 3 and 8, The 

ink i^ disk'Jged IVdnt iho waste printed paper b\ aeiioi"! ot' ihc en '>nio and die dihiotlged tnk 

p;irUcie.> an: reUKsNCd iron-s die resulting pidn eoiitauiiiiL; nii.:dnim. Claim 31 addiiionally rcL|aires 

lha.i ihL pulpirig neent at high wast j paper eon-^islcncs The examiner beiie\ Ci dial, the oonibined 

eisritisuies ni'ji^ '29^), l-ucnteb and I la^utiian uould ha\c rendered the subject matter Oi\dafni 3 I 

a \%hnlc ehvious to a jief-on ofoi-dinars skill iit t!)e art. /\ppc!!anti; rebpectildiy disagiee. 

XppedauL^ have e.vplaine.i ah.nc w in [he basio eornbination of rclerenee^ used in the 

e^ anmier. J P 2'.*9 intd Tiiejiteti, do iiot lender tlie Mibjeet fiiatter ofclani! 2 [ obvious, Appelkmts 

ri_ue\\ itne. ineojpviiafe by reference lierens the ui ginnerjli; inade m regard to claim 21, Ha,iieman 

iehed iipon h\ tiie exLtmnier only to shov\ "'pulping vMi-^lepapei <U eouMsiene^es -M" l*."^!)",) " 

FR pai-'e i 0, i"or die purposes '-fthis appeal appellants do not dispiae fiu-a n \Nould \\iw e been 

ob\ fou'; lo Li:>c a high pulping eonsi-tctcy nt JF M'-^'J R:tthtT, n is apjiellants' posiHofi mat 
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iliiiTL-UMii dt■c^ not iriakc 111:1 {or ihv ■ihovw.onmri^ oi'.W and rucmes and thui ihc three 
iOlOK'nccs coiibidcred indi\ idiLiiU iir iopcilK-j- -io not rcndci- die subject matter of daiu) 31 
oh\ ious ibi ihc reLi;-<V(j;, loilh aIiosc m regurd to cliirj 21. 

is'. C7«/m/a J<V, .^J7~i.y, '/fA -/i-V-/ -^6 (nu not ohvious aver JF '299 and Furfifes 
and In fimlnr vk>n' of'i '.S. Pau nt 4,548.6 "^4 (Hageman} 

(.daio! 28 dL'fui'd^. from cdaim 21 and ciaims ,"2-38, 40, 42-44 xmd. 46 d^;pcnd d^rectK or 
i!]d!rccU> horn clai.ni ,> ! \]\ ofihcs'.- cUim't. reuuirc the use ot\j high v\;iste|Xipcr pulping 
i-oitiiiloncs. 1 or iiic purpo-ics of Uiis. appeal iso sejxuiue itrgui-sicnl is ukkIu for the 
pjie!U;dij]i}\ of diesf dtpaidcnJ elaiai^. Thus, thes ,>5tand or fdll w illi ihc patentabihly ofcLjitns 
21 and 31, 

{H) Sli-SIIMARV \ND tOMl.[[bIO,N 

I'or iojegouig rcii^on^, Appeiksiits i->ub\\i\\< ih.it cJuinid 2 1 -28, .30-38. 40, and 42-50 arc 
pateivtabk. 

RespectCu lly subnuned, 



/ Michael J. T e nipanc 

Mici-jacl .(, Teraptinc 
Reg. No. 57,633 

Duie: .hmiKKv 1 1, imi 

PAHS! P-\n-:M ^.-ROI ti^ id.F 

"00 rol<)n\ Squaic S,!!S.,v 1200 

1201 .P.viJuiue Stt 

A,! km la Cicorgsa 3(L>t)l 

(41^) ;r^-2L\^ 

i4,U) \7<^216(' (Pacsiriilc) 
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Claims Apptadix: Ckums On Appeal 

1 \ '\ nuihod (.n'tk-'inkini, waste prirJed paper, contprisijig 

.1) pulj-'ing ai a bcl\^cen 3 jrnJ S waste pnnlcJ paptr w Ah du enzyme capable 
'>rdis!oJ;:!!-ii; 'nk parltoic"; 'rou\ ihc printed paper m im LKjucuw nicdium hi a pi! butwccn 3 

jnd ^. whurein ink is dislodged fronj the wusie primed p:jpcr bv LLCtion aflhc en/xme; .liKl 

b) renio\'!ng the diplodeed ini, piuliclcs i'iun! >hc resulttPt,; V-^^-V eon'uiining 

rnediimi. 

'{"h-j juei'iod or~('iiiini 2i wiieiein disloducd in]; pajticlcs ;i!e rcujovud h> notation. 

23 Tho nicihod of (d:u!ii 21 'aIiciciu d!^l(n.h^t.d ink particles arc icn)o\,cd h\ wa^hnii:;. 

2-1. i'be 'iiciliuci ofCdaini 2 I wJicrcin ihe anioutn oren/)nu issed is in the rain^e (.>rt).0i)5 
!(> 5 pi.Ti.v.-!it-b> \ve!Li!i! ha^ed on diedr\ \\>. i^iu ofd^c wasitjpaper 

25, i he jr.crhod of Chnm 2 1 . wIscrL-in said en/yine i.s .selected Iront the chis.s consist hil; 
'.ii"c>,lkrui,ses, pv.cijjtdse'1, afid niixiures tlxreob 

2{i Fill.' method o' <l-d[m 2 i w herein .^aid nie is seli.-c{ed froni the yaiup ennsisdiiL' 
ol'eeliula^ie^ dernod Iroin Tn, fKuicnthi /ispcr':;itl[i<^ '^.'Vt ''^ heinieeilLdase.s, other 

^■<Jrhe>]l^dra^^.^J and nli\^^llx^'^ litceof 

2 ■'. 1 lie tneduxi ufl lann 2 1 w hei-cni alkali is noi added tu die atjLicous niediuni. 
28. The inediod or("j3i!ii 2\ whiereiu tiie puipiny uctiii\s at a \va5tepaper pidp 

consistency of about 1 2% or greater. 

30. i he method of Chiini 21 \\ here)U tht. lempcrattire ot'ihe prd]-!ing ss in a range orironi 
rooffl temperature up to about 6C)C. 

3 i . A nicthod orrecycHne vvasle pri.nted paper, curiipiising: 



Fikii: Jutv 22, 1998 

sil^si^u■l!: xvvh \lbrhlF 

;if pulpiiiu \va5tc prniicd piijicr. 

h) cnntacling i\ pH bcn\vcn J and waste prititcil pajici ;tl Iiigh waslcpap^-f 
piiipuii- coiisisk'ncy wiih du c\:/\n\c capable ofdislodginy ink partickc> from the waste printed 
paper in an ^n-pieous mcJiiiai al ;i pll lxn\\fcij j '.mkI b. \^•h^.ix-i^ ijik i^; dislodys^^J froni ihc wasSe 
i^nnicd Dupt-'i h\ yciion ot'tiic jn/>niO. and 

c) lOHKH iiiL: di.slodiied iul p;irticlc.s ]rom the ''osulting pidp containing iiicdium. 

.■^2 ■(Ik- nicthiKi {if ('liuni 3 i wiietvm ihc cii/\mc is a celkilasc sclcuicd iiom the grtnip 
ul ceiiuhi^es Jcrtxed tVuni DichoJcnuu viyi,U\ Jyh'fcuHtK^ ui2,Li oi mixUiies thereof whci-uin die 
ueiiula:>e i.s used \n ar. stmojul hclwii-eii 0.005 and 5.''! pert. cut -bs-wcigiu based on the dr> weight 
til tile ^\:i;-,tc jinnied ]i:ipc[, the civitactijig hk.iug carried i.>iii at a lemperaiure between room 
tui)petatL!u arid about 6ti'X . 

3J. ! lie niedxxi CV-ihw ^ 1 ^xlieiein the amount orenzvme used is in ihc rane,e oi'i).005 
Ul pL,rcent-b>~v>eii:h.i based on the i.lr\ \K-eigi)i orthse \\ asiepaper. 

^4. The ineliiod ofClaim 3 1 s\itcrein .said en/sme is .^eiccted Iron! the ehiss consishng o 
eelktlose. pecunase, ;:tid mixtures ihereoT, 

>5, The inetbod oi J'laun 3 i v, b.Lrem ^aid en/ ynie is a ccHiikise-seicrted \wm tiie group 
eofisisimi^i ol'relkiiases derived i'loni Fn-. hotlcrma vir-Jc, .t:ipc>'i:il/ns ni^:cj\ heniicelluiahVS, 
oihef carbohwifiise-', aiid niiMures Liiorcor. 

I he inethoti of Claint 3 1 wiicicui thv in!^ pariicles are leruosed i>y flotation or 

washing. 

3"'. The meihoj oftlaim "^-l VvbLie-m aikais is noi addi?d to the agucous meduiri-i 

■It) 
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SI iisnii \ v \pi'F \i nmvv 

^f, I1si. rfuiiuni ofi^Kjini i \\hen.'i]i ihi. piilpin^:^ ■^Kcurs at a wast*.-paper pulp 
' msisienc) t'i~bci\\ cen and 

-if) I he method ttfCUum ^ \ \s herein the lenipi-'Kittipj ofihc p-iiipint.' in a range of Irop.i 
I'oont iC(U}x-faiu}c lip to about (UKJ. 

42 ! ho nieliiod ni fi.unt > I w aeivin the enzyme erJiance^ ^■L'mo^ a! ufiruitcrials sciecied 
iVom die iiiom eonsisiuii^' oJ 1u:;a3!> co.v.od inks, highly poh ineri/ed inks, non-impact inks, and 
cured poiyujur u.sins 

43. 1 he nicihoj ofchnti! 42 v\ heivjn The '■)n!.- is elTeciive to eniuuicc lemo^ a! oi'ciired 
Dojyiner resins. 

44 i'hc method ofciaim 3 ! whciefu tk-e en/ymc efjcciiA-c to dehond u'ncr honihng. 
4''^ ihemetliou nfcljim 25 vvhereni the cn>>nii.' dogradts h\ cnzxniatic h\dRi!>sis 
■\b rijL inelhoO orc)<nu-i ''l \^ luTcin rhe en/yme deguidcs by en/}n[atic iisdudys's 
4" [1h nx^hixJ ofchmr! 41 \she)cin tiie en/) me d^i^iades h\ en/yniatic iivdusKsis 
4y Tile p.ielliod of ckuHi 2! ^\he!Ojn the en/>n-ie 5S an acid )csist;tni i;eilu!asc 
4'J [he nietii^id of ckiim 2 ! ^^ite!C^l tnc wahlepapet is diMmcizrattd m a 1.0ns entiuna! 

pitiper. 

F>ii The me! hod of ekinn 4') \>herejn lh'.' e<>ni>istenc> of the j)uip in the eosn entionyl 
j>u!|>cr js tictweeri 4 and 7"/„. 
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Evidciice Appendj.v 

1 Vh-i luau.m of Mr I low jid Kimhm daied No\ ember 22. 20{ui 

2 Oc^,!af 'J .via of Mi }hm uul Kiipitm tlaicd fciM-uji> 22, 2006 
J. l\.ciaranou of Or Kavl-V.nk Lnksson dated March UK 2004 

4 net-Liniltoti ofUr Doiigia'^ Lv uiei^h daiod Apni 12,2004 

5 Dixl.'.'-ation oiD\ Oout;Lis rvolciga d.ikd Majch S;, 19';^ 

t> ~-\cu;tal jX'ii-sl.in^ Makcf I:s Debut". Pulp (Uhi Fupci hncnhUhtinii October, 
1993 

7. neclaraiioii of Mr !la'\dd Schmui dated Ma\ 2u()4 
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Rehilcd Proceedings Appeiuiix 
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.-3 £004 3j07PH £n: ,RT I C DElriiaiNG T£CHf !G f?- 

EXHiBir 

1 

mum UNTIED STATES PATENT AJND TRADEMARK OFMCE 
Appiicants; Steven Say-kyoun Ovj and Tac JJn Bom 
Serial No, 09/121,152 Art Unit; 1731 

Filed: K.[ay 6, i 994 Examiner: Steve Aivo 

For: BioIogic.il De~Iiildng Method > 



DECLAR..VTION UKDER 37 CF.R L.132 

Corantissiojier for Patents 
P.O. Box 1450 
Ah:<mdnu, VA 223 1 3~ ] 450 

Sir; 

L Howard Kaplm, hereby decljire diat: 
t i iiin employed at Enzymadc Deiriking Tcdmologics, Norcrcss, GA, tl. its chief operating 
officer. Enzymati!: Delinking Technologies is die licensee of the above^dentifiea patent 
application. 

2. I in.s£ruc.tc<l my laboi-aiory maiiager, Jian Hiia Ma, to coiiduct experiitients to compare the 
di:ii)kiig of rscycied pq:ei- using the conditionij described in example 2 of Japansss , patent 
application No, 59^9399 ("tiie .JPA") and tho above^ideiitlfed patent application. 

3, I reviewed J?A to detennke tlie conditions aird materials described toem for the 
enz7me. enhanced deinldxig of recycled paper. The ooiy conditions ^verc described in the 
ex:>mpks. Ex-ample 1 added a munber of materials other than an earyme and NaOH. Example 2 
e.xainincd die effecn of addiiig 1% by weight NaOH and an aiitaiiiie cdfuiase. It wa.^; my " 
understacdi:3g tliat tlie examiner preieixcd we use the condinons of Exaj:iiple 2 so that there 
v/ou!d ba fewer variables. We rhereforc; conducted a comparison of the deiiiiiing of recycled 
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paper as described in eKsiinplt: 2, with die claimed raethod vAiich requires a pH of iess than 8, 
dilfenng In tlis pH of liie reaction rmxtiires and the celiulas&s which were addsd. 

4, E;caffiple 2 docs not provide a pH of tiie reacllon mixture but instead refers to addiug IVa 
(rciati'/e Uie old newspaper) NaOH, This creates a pH of ! 0.6,. For purposes of comparison, 
NaOH ynur not added lo the reaction mixture of the claimed method, Tac pH of die reacUoa 
niixture was 7,2. 

5, it was noi possible to obtain any of riie en^iymes described at pago 3 of the JPA. Wc 
contacted Amnno Piiarmaci^utical Co. and fried to locate Ueda Kagaku, who are listed a.s t!)e 
iir.inLJtiica;rerj;. We idso sctyclied a number of cacajogs and oa the hUeraet. Animio did not selJ 
f.lu.; n;.mcd c-v^ymi^ ririci Ueda appcai-s fo be our of business. We then obtaiDLxJ im equivalent 
ai.kalimr.! coUulo,-- iiom Meiji SfdU, FffiP-iOO, tui aikalirjc cdluiase wjiich is active over a range 
of :\t kxii 4.0 to 10,0, v/Ith a pH i>pdmum of S.O, For purposes of comparison, a r.euti-aj ceUufai:e 
ivi!.^; olitain^id l>cm Novozynis.-i, Movoz;/m 342 produced by die fimgus Hmnicoki iiisoiem, which 
ki3 an opri.mun.^ pH of between 6 J and 7,5, 

6. As described ij^ ii;caniple 2 of die j?A, each react{r>a mixttjie contrrined old newspapers, 
cut in 2 ;c 5 cm pieces, fed inio a laboratory disiatsgi-ator, water and, for tlie JPA study, 1 .0% 
NaOil fciativc to raw roaicrial oid paper, and disintegration done at pulp concentratioa S%, 
AO'C ibr 20 fni.tmtes. After dismragration, 0.2% snzymt relative to raw umterial old paper m 
describ^id in example 2 was added to die mixture containing tlis !% NaOH and an equh/aieat 
aammz of sn.2yrnt; added to the other reaction mixture, and stirring was done at 45"C for one 
hour, n-:c pulped oiatfirial was then concentrated to 1 5% pulp CQiicentration, dilured to 1% by 
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AppHua;,;^: S^iiVct! Say-Ers/ouii Ow anj Tas J^n ^om 

U,3.S.M. 09/i5l,552 ' 

DBCLARXTim UNDEPi 37 C.F.R, !.!32 

add.d .vmer, ...d illtered Lh.raugh a Buchner fu^neL 'H.. paper in tiie iWl and the mtm, were 
then analysed. 

7. The v/iutenas. of ch. treated pulp (L-value) and the whitencs or*, removed liquid (L^ 
valu^;) wer.. det^miined for paper ar^d filtrates &om bo&i samples. 

T-h. results .i.owcd (hat ti.. u-eatTnent a. &e low.rpH .v.. n.oro .f&oi^ |he 
iT.a..K..u at higher pH, despite tlie nso of tl.e i% NaOH to svveli th. celi.lo.e fiber, and 
release Hie ink in the p^ner well a.s Uje use of a cdiuh^sc. 



Ji"^/. 5:inipie widi [ % NaOH ^5.90.^ 



^-"li^illlS Ito^<a,:va^ 

60,(5% 



56J% 



a. Not oaly wore d.. rcadts superior without NaOH r.reatn.ea^, but dxe ca.t of the trcatna^m 
- alxsenc. of ii,e N.OH is .educed since NaOH cost, about S300/lon on a 50% ba.i. 
9. The unden.igaed declares that all statements made h«^.n of h.. ow. knowledge are true 
ca-.d thar .ui .tat.ment3 m.de on i^tfom^ation .rid belief believed to be tt^e and iUrtiier that 
^hese stateau.. are m.de with the k..owled.ge that wiil&i i^ise .tacen.nt. a.e punishable by fin. 
ori..Pn.onraeouubath^..derh'IU.S.C. 1001, and that .uch wUUul fal.e stateraents .may ' 
Jeopardize d^e validity of U.e above-ide.ti^ed patent appiicadon or any p,,^ issuing d:ereon. 




Howard Kaoiaii 



EXHIBIT 

2 

IN THE UNfTED STATES PATENT AND TRADEMARK OFFICE 

Appjic;i.;!t: Sieve Siiv-Kyouii 0\v mu Tac Jin Eom 

Scriiil !-.k-..; mi 111 J 52 Ari Unif 1731 

J^'iy^^. EKumncn Anna Kinney 

r-Dr: niOi/)aiCAL DRINKING MFl IJOD 



P.O, Bo>; i45C) 

Aicxandri;!, VA 223 f 3-! 450 



OrCCLARATION UNDER :?7 C.F,R. 1J32 

!, i jiuvju-if Kapiiir,, hereby dccltirc that: 

!■ f afn aup!nye(i ,M Gfi^yjnutio Odnkmg Tccimoiugics, Norcrihss, GA, as its ciiici' 

paicnE appSicalion. 

2. f insir.tucd my l.bunUary niriuagcr. Ji.n Hmi jV!., u. conduct axpcrin^cnLs to coi.iparu 
ihe dein!;ing or rccycicii pujier {.sing the coiidiiior.s describal in Ex^fr.ipie 2 of Japanese Patent 
Api^ii^.tion No, 5y.'>290 ('MP ^299"} mui (ho above-identified nppiicalion, 

3. i-cv...ved li' -299 to ddenninc th. condiskuus .nd materiaLs (tecrib.d ihercia for the 
onvynu, eniK.ncct! doiniciiig <>f rccycicd papa-. The Oiiiy conditions wa- ciescrfbcd in tiic 
oxr.mi^lcy,. i- -ainnd.-.- i .uidud :i nitmber of ni:i(cnais other ihmi an enzyme ;ind NaOM. Example 2 
■■^■xann.u:o' d.. eriacl td addtr,,^ \% by weidu NaOH and an alk..[inc ccliLdase. Ir was niy 



Li)i!lcis;;tiit!iis,ii ilKif the cxisiiiincr pref^iTeci v/e ui;c the cotKJitif>n.s ol" Example 2 so thai thcix; 
'.v(:ij!d l;c k'wcr \';!r[;[[>i(-i, V/e ihtireibrc conduciL't! a cotnpfiriijon ofthu dciiikiug of rccvtjScd 
papf^r as dc^iciib'jtl in cxampio 2, with ihccfsinicd ine!iicd which i-cquircH Ji pH oficss ijuin Ji, 
iiiiioiiitg in Itic; nil ofshu a^iction mixtiiret; and ilic ccSiuiiises whiuh Vv-erc added. Each 
^.-.-jici jiiiJiil piirfonncd JO iirtics k) j)ravidt; u .stittisticaily vaiid rcuulf. The rc^-uHs of the 

[;.;w!iiipt!- 2 ui'Jj' ^2'..!U ciocs no! provide ;> vH oCiho vi-iivilon mixfuie hut instcful arfef.s 
!'.^ iiddiii- I'M. {fc-isitiv.; io i!tu oid ncv/spapcL'} N:iOH. The ;ivontyu pH oi-(hc mixtiiri: niicr aubUi- 
iiddiUciit \v';is 1 i.iy, Th'.: ;iYcn!<.^,i* pi 1 of die HMXlitre idler dhdniL-yriition wti^ \ !J2, The Jivccag-j 
pH ordie mklnm uikr addition ofUie enzyme UJ6m<} ihc Jiverage pIJ (H'lhe niixlymarier 
i!i:-iitg vv,-; [ih67, i;:tch dcinkingexai-iplc >vid3 \ % NuOH reUilivc io \v;u^tep:iper produeo.s pHs 
f^'-'i'P'«^-'-: ofcompuriiron, NaOH wns xxol ndiicd (« dtc rcacrioii mixUnxi of 
liu.- <.l:i:nicH nicdKid, Tinj avcrnj^c pfi tifdic ruaelion mixlisre Cifier sdmuy was 7.5 and iioiic 

.X h ^v:.i.s fK)i pti^jKiblc u> fjbuii!) any olThc a^zym^A described nf page 3 or Uio JPA. Wo 
i.^>imiiA-:d Aniano iTaninsLxnaieid Co. :iP.d icicd lo locnic Uedtt Magaku, Hsied tis ihe 
niaiiiiiacinrct--;. W<.: aloo scarurjud a E.ainiher r,rcaiidt>g^^ nnci Oii die iinenset. Amon.o did not seii 
iiio i!U;ned enzyme and Uctia appears ro bo onf of business. We riicn obhuncd an oiim'valeiil 
:Hk;dine cclhih^:,. iVons Mciji Seika, HCP-lOO, an alkaline celUdasc v/hich ii; aeuve over ;i mnge 
oi-ai i..;ass 4.0 to IQM -^.itu a phi nptimum ofS.O. For purpos-cy of eompanson, a r.cufral culluio.'cc 



■^■■■•x, oi^iiunccf iro.i Novor/nics, Novozym 34.? i^raduccid by {]ic iungus AO^.;;/co/^/ insoicns, which 
has m upimiim pH of benvcefs (iS and 7.S. 

6. ,'V.s described in Exiitnpio 2 ofJi^ -209, c<it:h i-«aciion mixture conf^ui^ed old 
iu:'.vq)»|)c,-.s, iM In 2 x 5 cm pieec-H, fed inio i« h.bomJory diiiintcf-ntior, water and, fortUc JP '299 
^^S'"iy\ I NaOi-!, rdafivi- 5,, niw maicnid vAd paper, isnd di;;inSL-rmion done ;U puip 
oii(c.ii,iniuoii .V!-;., -M'VH-: jn:-20 minut.-, Aihjr dislniegrafion, 0.2% enzyme reUuivc to raw 

1 K.. t...<KAi ... (.A.itnp!^. .w v/ji, .Kkicd 10 ihc iiiixturo con! ;2 mini; die l"/u NaOi i 
'i^' '^^'^lvdcin :muniui ofunzyme added !o !he »iher reaction nilxiin-e, and siirring wu.s dur.e 
• (in- nne lun., '| p,ip.:d i^.teri.l wa. (hen conee,Hni(ed lo i 5% pulp ccmcentration, 
1 t>y :.Kliny svaier, an.' idu;rcd ihrouyh a BudKicr funnei. The paper in d,e funuei 
iind die fiiisTilc were then aiiuJyzed. 

! iK- v.d,iicnu.s oiiiu- [rcnled pulp {L^value} nnd die wl,ilcne.'.s ollhe removed licpdd 
( -vjsnie) were {JeieriBihed !(3r paper iirid mmm Ironi hath sompfes. 

■J -'-^'-^ resnh.s showed lhaJ the trciPi^en! ai die lower pM wn. niore elTeetivo than Ihe 
;u iugher pM, i. ,hc pre.euee cd' 1% NaOlf The whitc.c.s oftl^e c!ni=ncd n.ethod 
^va. 2,2':„ h.jKv flum ti,e Ji' -?M> This inae..e in whiiene^K h materia! to deinidni^ 

'^•i-- -dh: .Ki w.udd .ilow ,br i.ss bleach eon.unn>ti<.n. h i. al.o tr.c that ti,e mensuren.cnL of 
he ddra.c i. ingher wiih d,e eiain.ed ..ethed, indieatin, more ink i. ren.oved with neutr.! 
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NMt nn!.y .v.:^^ liu. result, .upcrior wiSiioui N;kOH (rcmnicnU bu( tlic co.t orihe 
''■-^'--^^ ^^'^^ a!--ncx: oft.hc NaOiC i. reduced ..incc U,. price of N.OH, at the tunc ii.. 
^'Pr'!i:culK.n w.,s fibd, wa. .bold S.4(M)/fcm. The .bsea.. 1% NaOH in (lie ekamud nielJ,od 
'^■-^■^i- ^-'-. i^^l:::^ ^d-a|>provin,:t!cly .IMOO/iun (he H.oc the applicaiion vv., ulcd, c.r 

nppn,nimmdy $Comon iaduy (Sec ihc .U.ched ah.(n,ei whi.h.di..Su.CK !bc prke.oi-cnu.Uo 
^^^'^f^' Miil.typicuiiy proccH5Jc[yht hu,K!rcd Son. pa- day, lor n co.t =^.vi)ig. nt 

the lin.0 Ih. .ppl^callon ... Ofed orS320()/<lay, and opemio 550 day./yuar year, leading io « co.l 
^>avnms o! ^iJi nidiiun/yuarn^; of Sity [inie ijiis applicaUo„ filed, orSi ,9, luiUiao to(i;iy, 

fi^^- ^".(i.r.igaal dcxhircs uli .S.itcrnenls nuidc heroin of his own kiinwlcdgc arc 
^^'^-^ '^^^^^ ^'ii ^^^^^cmenis n..d.o» ii.lbrnrafion and belief are believed to he in.e and furd.er 
l^^H Ik... ,,,,, .^^ ^j^^^^ ^. ^^^^^^^^^^^^^^^ ^^^^ ^^^^^^^^^^^^^^^^ ^^^^ 

^^^^^ '-^^''i^—- ^ or bod. ..d,.- is U,S.C iOOl, ar.d Ihm .uch ..iifui Ja!.. .i.tcn.en,. ...y 
'^'-^^ -^^iKiity ofdK- .bovc-idcntiilcci p.tom upplichon or any p.tcnt issuing Shcrcon. 
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EXHIBIT 
3 

Paten is 

rrl THE U^mu STATES PATENT AND JR^-KDEMARK OFFICE 
in re Appiieation of: ^ 
Ow ai, }^ 

Seriol No,; 09/121,157 } 

) Art Unit; 1731 

Filed: May 6, 1994 } 

) hxaminer; Steve Alvo 

For: BIOLOGICAL DELINKING METHOD j 
KARI..-ERfK L. ERfKSSON; PH.D.. declares a. follow. 

S««-,e„ .„d .„„ ,^i,„ '"'^"•S"'- ' '="'™"'ly »n, working i„ 

biologic, l-a-od i -S..u.a,.o„s ,„v„,vad wi,„ ,„e co..„e,-ciali.a,io„ of 

::"::::r';::r"r ^^^^ 

above-id.„«ieH p„,„, , " " '"^ d-'^ribed i„ the 

r::rr : :r :: "'■.^^.'"^■^-^ ~ - 

m'J«.«,„P„.,„,^, . , «i*aeia»wledge of one skilled 

AO !<!SJ23{.i 



err..ronme., in panicdar a ,H of beo^^een about 3 about S. 

'^^^^'^'^"■^^^b^^ause the overall tha<st of rh,'.9Q ■ 
evident pravideH in rf| nr=>r.r-^-^ ■ r " ' ^^P^^'^'-^'^ation. a.d ihe 

aikalin.e dtim< ron-iih.n^ t' Exanipl^. refer to onfv 

i.i,;, cunaitK.ns. Tiie statement on pa"- 2 i-i^-f fi,t) 
^--graph, ' P^^^'^^^^^-"*'' ^« P'^^ end of 



[ajccordijigly, this invention provides a de-nk-'-.P i..^- .^ r 

•special restriction, but alka1 J ceitia " s "sa " T'^"'^^ 
^:eilu!a.e is one having optirru^n n "^^'^'f ^> Prefl^rred, Alkaline 

Sud. enzyme r^tain^irsaS p i (Preferably S.| „ u.O). 

n.utnil range, e.g. a p^^'^i^'^l ^ 
culture iiauid of ^i.^^^ ^^l^' ^ f J~'' -^^.la.e 
^-i'aiysis and ael fractionanon . . "® P'X'c.pitatior. 

---^ - - „„. 

us^ oi acinkuis^ eii-ymes in aJkaii condiiioni-. 

-'V possible reading of the '299 patent i. tha. k is possible tor ceJh ' 
^'-'^^ ---^>' - ^^'^ PH range, b.t one ..ilied In .he .t a. tb. Jof ^ ' "^^""'^ " 

.dank at a nentr^I nK . . v '"''"'^ '^""^"'^^ ^^^^ 

tl^at altaline condl.irn, ,ver. - ^ ''PP"=!.tion, ,t was believed 

d.Hb....o„ . r " ^^^^^ ' """-"'^ "-^^ » - 



.-™,io„,, (PPo p.,,,,,„„ ^^^^^^^^^ ^- 

..-1. .,ydro,.Kfe to the ot^lp prior ,o or dtirin, aeinking 

' '° ^""'^^ '"^ a. at ti™ the above-tCcntirled 



8: 



.r„,l p^„.,,^^ 1^^^.^ surce.sfi,l use nf -,.11, i , ■ , ■ 

a.. «,«o.,= t«,„„„, , ,H or..,«» 3 ;: : '-^^-^ 

^■•^'-=„t,, r.»ie herein „n„ o„„ kn„„„,,„ 
therec, ' ^^°--'-="«<i ^PP««.io„ or any pat.,, is..,-n. 



DAT-; ■ 

K'^-RL-HUKlIIrKSSON, illD ~ 



AO tOS?;3 i J 
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Paten L3 

IN THE UNITED Sl'ATES PATENT AND TR.\DE[VIAR1C OFFICE 
k) rc AppiicLition of: 



OV,' Cj Til. 



) 
) 
} 

O.V/I2I,352 J AnUrJd: 1731 



Fiied: M;ry 6, 1994 I r- 

^ J Bxammer; Steve Alva 

For; BIOLOGICAL DE-INKING WETMOD } 

DOUGLAS E. EVELEIGH, PH.D., declares as foilo->v.: 

i. I earTK^d a Ph. D. in mycoiogy in 1959. Subsequ^ntiy. I have 
cond.c^ed cxtcn.iv, research in the neid. of e.^ymology, microbioiogy and 
^^^nche.ni,to' at Rutgc... the Su.te Uaiv.r^ity of New Jersey. 1 was reccntiy 
^rw.rded tho Chair i. Applied Microbiology, the Eveleigh-Fenton Chair. My 
^tud..s for 30 year, have .ddrc.3.d the roles .f ba.Uri. and fungi in v.ood 
^.^^graaa.on, incl.dinfi applica.:on of the activiues of microbe, to the good use 
ox .,ank,.d. Application, are diverse, ranging from gasohol production from 
-000 through conve^ion of ccUulosic. to alcohol by .ccion of cellulase 
en.s.u.s and .l.ohoi producing bacteria such 2v....,.«„. ..p^cies, through 
novel den.mle.o. .nzyn.es (Beano type) .cable at boilir.g cookiag temperature. 
A.Ucheci IS a copy af my Cuniculum Vitas. 

2- My declaration is ba^ed on my scientific experience and 
ua.:.ers:..na,ng of the subject matter as an expert in the art. I am fantiliar 
-^^h t.. invention described in tha above-idemjfled parent appiicacion 
regara^ng the novel use of deiaidng e..ynu.. under non^aikalin. condition... 
^ f ^■^'^'^'^ ^-^i^fi '^'S Eaglish translation of Japanese Patent 59-9299 

V29^ patent). my ..pen opinion, die >299 patent, read in i.. entirety, teaches 



one ofordiiUiry akiU in the arc only rhs successfui use of deinkius eazyiTies with 
alkaline deinkin^ chemicals. It is rny opinion thrit ihc data provided in tiic '299 
parent, taia.'n tosciber with tiie laiowiedge of ens sldlied in the art prior to the 
priority ii:xh> of the pre;;t:nt appUcarior. of May 16, 1989, docs not provide an 
expectaiioti for d-:c sucoessfj! use of ctiryraes for removing inic irorn pujp in a non- 
aikaii environnient, in particular at a pH of between ^ibout 3 to about 8. 

4. This is true because th<; overall uhriist of tlie '299 patent 
r.pecineation, am the ov-idence provided in aU pr..f:.rred err.bodiment. and in 
an tho Ex.™pie., refer to ou!y .ik.li.c deiakin, condition.. Ti.e statement o. 
pn.ye iaut iVu! p..raHraph, to pr,«e 3, eiid ofcarpyover paragraph, that 
Nccordingly, ihi, mvomhn provirks , d,~u^mg agent for recyciini^ old 

'"'''I'"- ' ^"^^"''"'^^ "^^"^"''^^"s P''«n^^^. 

;-mhT.Ms. n.ct.na .nd ttmfi. can b. osed in this invctuion withoul any 
:>;:rb,'' c.pcei,i!y prefcm-x!. Alkalini 

^•c.iu,..v,, one havi:ig optunurn pH 8.0 ~ il.5 (oreferablv S i - 1 { 0) 

iulf';?™' "^'"^''"'^ '^"^^^"'^ ^'^^^^^ o: 

■'^-'f'-i t'.g, a product purified and /ractionatfjd from oeiit.Ja=-.r 

a;;;;::- a::d^::;it.:s^i."^'^^^^ ^^^^^-^ procipitaiio;; 



t';r"> lr> the condi 
e of flit: enzyrne 



'Mm, under which the «nzyme may be purified, and does not suggest the 
^ ^'einkins under nor.aiic.Hne condition.. Even ifone ...ore to interr-ret 

Ma^ernent so Lnd.eato die use of t]=, en:.yrne under non-dkaline condition., one skilled \n the an 
-o.k.t nor ita.e ..pectcd a ..cc.s.tul re.ult dcit^tan, tender non-alkaline condition., for the 
.e..on. a.<.:cr.bed below. Th. only .cientific.lly supported .t.tement. in the '299 patent are 
uuected to fhe u.se ofdeinicing etizymey in alkali condifioas. 

^ ^"^'"^ ^« '299 putcnt is that it i. possible for cei3ui.se enzvmes to 

act^v.y at aU pH rar^ses, but one sblled in th.e an ai tl.e r!n.e of dn. inv.ntiot. would not have ' 
--^ - -mk at . nenrn.! pH. or non-nlk^iine conduions. because it wa. ti.ou,ht that alkaline 
onosnon. w.e .quired to achieve d.e swelling of tl.e fib., neeessar. to re.ov. the ink particles. 
0- Betor. the description in the above-id.ntin.d patent application, it was believed 
kat.n. condiuo.. were noce.s.ry to cause ink containing nap.r fibers to 3weil to effect 
'"'f ^^^^"^ ^^^^^'^^^^ condition., one wot.ld not have 
.ce..e.. ^vvo:;,ng, ana tlicrsforo deinking. to occi;r as a result of ths addition of deinkiug 



cnzy„,« alono in ,!„ p„|pi„g ,„ ^^^^ ^^.^^^^^ ^^^^^ ^^^^^^^ 

»u.i„.,.d ,„,di,3 c=n,m=rci,I, academic a.d s„v=rna,«u labcmtories 

.n,„„„.,.. cl,c„-.=al ,„odifi=„io„ =„d ,,-ca,mor„ by altaii =xpo.„„ i. «„.,:i„l ,„a 
--■^•.«.y o..,„,,„j., ,_3 , ^.^^^p,^^ ^ ^^^^^ ^^^^^ ^^^^ ^^^^ 

--om^ona !,>„;, p„t,i.=.i„ ^„„,,„^ „^ j^^^^^... 

».e.:<„«.„g„ in Occ.*=r ,,.3 of d.nMng f„ „=„,„, „„duior.. wi.no.u U.c addi.io., cfnlkali, 

^.uu. JSJjHini i.y.irosidc lo the p„ip prior lo or during dsinking, 

'■ Therefore. ,„ one .killed in d« deinlcing an a. ,l,e ,i,„e ,hc above-identmed 
»i'p.^cat,en ..vaa „rifii„a,,y mod, ,he deini:i„s acion of e„.yr„e. in a n„,w,fo,li„r, :.=di„,. 

^.d na.e noen bod, novei and .nrpri.ing. An e^pectanon of ,l,e ancceasfal ns. of 
^ ^^^..y e„.y,„e., n, an a,ue„.= fe,,,,^ , p„ 3 ^ , ^ 

.vv „a™,. U ,„y opinion 0,a, „„„,. u, ,.,e invention described in ,i,e above-iden.ified 

.. . . d...,Kn„ Of .,v,«>e paper, by ,„e use of ehen,ioal alKaline dcinking acen.s and 
- and oe. no, provide a for .e .eoea.U d. of ceHaia. dein.; :„.3.,e in 

"■'■'--""^■^--■"*'=--B°-'-.vi*a„e.pe..io„of..o;.«. 

K.i.!i ;k,fng (.ij. wd^>Ec paper. 

,.„e .,r„V. .d'T '"'"'^ ^"'"'"'^ ^"'^ °- ^-"led.e are 

: ; " -"""'^^^ — =Ppii=acion oranypa..,, i.ni„«, 



EXHIBIT 
5 



In re Applicaiion of; 



IN 7-Hr: UNITED STATES PATENT AND TRADEMARK OFPTCE 



} 



AE JI N EOiVr ET AL. I 



HxajTiiner; Bastings, K. 



Scrui! No, Oii/23!J>3i^ } .... 

] Anbriu: 1303 

Fik;J: ^h3y 6\ VJ94 j 

f'or: BrOLOGICAL DE-INICINCS j 
METHOD ^ 



) 



^ - ^-^'-^----n. or Mi.,,,,,,,, 3^^^^ ^^^^^^ ^^^^^^^^^^^^ 

' '-^ '-^Py ^-^f' my Cuniculum Viiac. 

^ . ' ''^y ^-^-^-"-^-^ ^-'^ i^-d on .y .cien.no ......... ..,e.uan..., or 

iu.jjtx! mailer fis ;>n expeii i,) the an. 

^ i l.av. read th. co„,ple<= E„ga* ,a„sla.io„ of /ap.„=.e Pal.n,. 63-59«4 C^m 

.....y ... „, ^ ^^^^^^ ^^^^^^^^^^ 

'•'^^o rny opinion that the; '494 Dareiv rfn^^ . 

>-n. doe. not leach or even sug^e.t ihose skilled in the an Uie 
^^■"'■^ 0^ ceK!u!a.e alon.^ for deinicing w.sic papers, 

^ read the orfice Acdo. drued r-fovcraber 7, 1D95 and January 4 399^ I- =v 



cnKymes, is tsmj 



Seria! No.: 03/239,313 
Mty Docke!-; 20565-0110 
Page 2 of 3 

P^sn- is rais=i.Maerij,d by findins ,hc MS-^ pa,e„, 
.cKhe, use 01 «U»tes alone, in liv- absence: ofikfal*,, chemieaU, lo ddnk p^. 

-n.. ornc. acu.„ o„u.. ,i„„ , , ^^^^^.^^^^ ^.^ ^^^^ 

" '"^'"^ regard celluloiy.;. „y ceil.K-- 

e-K.,,nfe ui uijfng ccllulase alone is not ibu»d In the ^494 patent 

- ^ r,„: „n„. „ ,„„„,,^„ ^^^.^^ ^^^^^^^^^ ^ 

— - - ...... d. , , 

!f!;3f. no sk k'u in fh'=. -n-i /,r u . 
_ ^ _ au „, ..„,„.,e. „„„„ 

■ ™'' a,l,or dc-inkmg »„c,„.. 

. ^^^^^^ ^^^^^^^ ^^^^^^ ^^^^^ 

-.^■^■■-".^^.«..-.o, 



Serial No.: 03/23 9^313 
Atfy Docket: 20So5-0llD 

ore„.,„,.. T,«.-o«, se„e,.,i.«i„.. ,o,. ,,pe. 

Uj c-„-!i!,'ia;je enzymes. 

in .u™„,ar:., il i. my expert opinion U,o U.S. Pa.onl Office 1,.. M.int.^,.^., 
'i^^. P^-u, „„. ^. ^^^^ .^^^^^ ^^^^ 

' ' " ' '^-'^ »S«.« and cdlola^e, .nd did not .-oH, o- 



1 1- ""■l--sn.., dcd,uc., al. ,«a,c„..„. ..,de h„oi„ on,i., k.,o„iec,,.c 
..^-••■c -:......e„,. a,o v*„ ,„,., ^^^^^^ ^^^^^ ^.^^ ^^^^ 

I:':':" « .00. ,vi»n„ ra.. 



iheivxm. 



i&A Docl:eiNc5. 20565-61 10 



^^upplisrs of de/nkfng ; 



(ov;-qrqS?t"''*-'^ ■•^^-^'i' P^-P^^ -^a* from 

• ""^^'^'^'^*3i3 new orders vvor/dvvfdB. 

Neutral deinWng makes its deb, 



sre working to meet 



EXHIBIT 
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'-■'•■■/'■•^•itTi-Kiiiiiisi^j, 



'StJ'j 



i,.=!)JCj) FuJia Fcivijra Par 



1053 



!BD4 



550 



Wftsie 



ujfrtsfVrtiicfiiva 



-..rv ■ '"'^ ''e-''Ci paper- 

'tT. V . rr""^'"^' '"^^ «f ft- Ac 

; ;V 1"^ ^^^^ c.-cvi. 



for ^10.1, S.bli.iy fiom s.ypUj,,^ 

f^sn ''''' 



-u-v- rcccircf, ui ill* USA {a tro-^'-i^ 



iV^ig get into «ct.trajset«r 



^'"'■iJi'i r3otii!ioij f•^-,.-^„^, 



Ruin advar.iaryt- |i„ ; 

n^a«ce is ii; .b f:.:/ ^^-^'^'5 pcr/br- 
*cr:i>i:ctnjtTj 0 ^ "'''Y '-'l^t-iu acres; 




EXHIBIT 
7 



J[?i TH£ STAT23 f AT2NT AOT niAQEMAUK OFFICE 

Appljcaiion of; 



Art Unit; 173.1 
ExiMTiitira-: Sfevc Aivo 



I. I ^'flmcd an Snginaer DipSoma in 1992 from Munkh U«ivcai!y. My 
principal oC.U.rfy vv«. in Pulp .,nd Paper Sacnco, ^^sh^^t,anily, I Wv. worked m 

the puip ««d paper indU3iry my otiro c.rocr Ge.m««y. Swit.«rt.«d, n„d tha Ufiitcd 
Kingdojn. 1 mT) t'xpcrt in dsmkbg ch««i.«ric3 in vvfi.'dj S wwkwl «3m<(sj wclusivoiy diirfug, 
find ;;;!CirfJy ii^t:?, my time at MsiJikh I-Jnivcrsity. 

i. .My acaiaration b bis^ad on my scientific c-.pcrreace and undcrslanding of fhc 
:^u),jcct mm.v ,n «xp.« in the arr. r am famiMr wiU. if.c invenuo. dc.crib«d in the 
obov..Ki.r,un«i p.-«t .tppiicatior. regarding {he novd use of dd«k!og cnzv^nc. ««dcr 
Roo-alkcsSi condiiionft 

3. r hnvc reviewed aaicle conUiirKd in tiia Pnpcr ^.^d Pu)p btcmafbn^} (PP|) 
p.>.Hcario. ...U.d D.;..i.g M.kc. it. Dcb«t." d..cribi., th. brc.i«hn,ugh I., 
0=.^b^r l<m of dcink5r,(j J. ne.tr.J condkion.. without lit. adahlon of nficali. such a. .odJ.rn 
riydrcxide to tiic pulp prbr to or dufiftg dsinkmg, 

4, That publication r.rcr, to the use of ddnking .cuJral coEU-iitior.5 al ths 
Zwsngeii mill in SwitjcrUnd. 

^. That mill i3 o^vncd by Zwtngesri AG and ig b.5dd h Zwinj^o-n Switzoriand, f 
w« prefect , ..^^^^^^ , ^^j^^^ ^^^.^^^ 

cc,r,.tr.o..o«. .nd .^-iy cpcation of their n.w deinkJns plant which fecsan cpgratio. r« 



Hay 1 993. '""^ ""^ — • 

6. T!ic 2 winger! aiifl tJgijika n varit-ty of wastspapor grodw uaijjg the floatation 
pracss,-;, Tiia Zwi.igcn ojiii pfoduoes an assanmcju of paper grade? jociiJdinf; baoJj paper, 
bijffinjsg form paper aiiij ptiotocopy bme-d paper. 

ui ,? worked wsJh ih^ Zwlas^en snsll owners to design the min araonrf s 
r.<;uerii dsiifiking coxicspi. k is my ufi.derstanding smi beliefs ens of aUil! and knowiodgc 
Ir, tJic art at that !ima that tisc Zwingon jni!) was iha HoE of iia type m thetvorld msndcci 
to bo hixin rwi o« cs ncuirnl OoLatiojn licinking canecp. I!ierfi.iVTi.lJiO_s«jgLE5iiioa^^ 

v.a.'i i5;;t.=d .i.ui Proven a5 cffocUvti in « piiot plant iriiil in 1992. -{"ho pilot phmt Uml 
<;rca!..-,J iha ptacf !« proc»:<s{! wiUi the dzsiqu ami ilic canstmciion wftJis! dcinkiag p5a;ii i«i 
i !^92, which concluded witis !hc iitiut up ofJhe deinkfcg plfjit ja May of 1993. 

;5 , The us)df:rr,tspiic:d dccjatcs tJiat a!( mtzmaits mnoe ijw«b of hi.-j owa teowledgc aw 
trJ!: tliiij rJ! sUitcmCTvts niadoori infcfmstiQD ani bclktnrs bdi«vcd !o be txm and fijrther that 
;hcK statcni!:ras sue rr.ad<; uiuli^r i li U.S.C. § JOOI an(i tiun ..iich wSilfui folsc siatwi^nts may 
jcoprirJJf^^ th(; vailtiiLy of th& ftb^M-rcfcrcnccrf' appiiraiion or asiy pMsj:xt inauins ^'injon. 



Art XInit 3,303 fylAfLED Pap«r Ho, 22 

mum 

»;f!ITKD STATES T" ~* 



and' ^' 
Say-Kyoun O 



ApT3.Iioot.lan for Patarit ril.oci any 4, 10?SO, Serial Ko, 
07/5ia,935. Biologicsl Ds-XrsJcing Hathod. 



C. J&isos aushsaan for sppeJ.lanto. 

Priwary EKOialner - W, Gatry CTonos 
Escanaitier - T. S«rns 

BeSof*! .Eraary, KimliTi and (;ai:r.i«, Jvciiolnistrat ivs patant. Jiifigos, 
Garrio, Ac&aiifjiatra'tive patent Judge, 

Tfiis is « docision on an npiicaj Jrrjin t.tio rofufJal of tile 
axaiainer to allow claiais 1 thrnugh 9 and il tiiroutjh 19 as aTusrded 
siifasssq-usnt to tiio final rajoction, TJietse ara all of the cla.laB 
r«i3alRing i.n the application. 

5'hci o^b-ject wav.ter on appeal relates to a jsssthod of da- 
.i-rjkiiig vaBts prlnfcssrt pap&r ahtch inclunSos t-be step of pulping iinci 
dK~i!iking Wflsts pririted p.ipojr ir, an squsicuo roeriium subst»T!t.ialiy 
rras of any cheiaicisl da-inXirig agor.t and containinij bb tSio d«- 
irikiriy agetnt an B!-iE;i>-!se ctipntilo of dtfiioclo ing aiiiS lilapsrsing ink 
p«rt-iclo» Kroj!! pulpad psTJur. Ttiis appealed subject isiattsr la 



iippsal He , 32-3394 



adequstsly iilueti-atefi toy indspsnaeint olalra l which rasds as 
Sallows: 

1. & jssthod of do-inking wact© printieii papor, 

pulping anti ds-inStitig waafce printed paper in axi squeous 

5S«diua suJbslasintlally fi-o« of any chtsmical de-inklngr agen-t ajnd 

contesirtlng as -tha ds-iolcing agent, an ansyss capable of dislodging 
and (Sisparising ink pari;iclss frcfsi pmlpoia popar; and 

r«!iioving the (Jislo<lgrss4 and aiepBTBS* ink p^irticleis froa 
rei»Tiititjg swlp-confcoinltig )s&e<aiut!t. 

Ths ro^crsiiees r«lied upon in tbs jrcsjections IxsJors iMt 



Wootl ®t Bl. 4,561,933 Dec. 31, 19SS 

(Wood) 

Pll««tst> oi; al. 4,923,S6S Sfay 8, 1990 

(Fuentssi) 

MOJ&ura 63~59*94 Mar, is, ISBO 

Claiffis 1, 2, 4~7, 9 &nd ll througJi 19 axe rsjsotscJ 
undsir 35 tJ,i3,C, 3.03(b) as being anticipatsd by t!o3iura, 

Ciaisi 'i is r«5sjct.erl under 35 U,S>C. 103 as bsing 
xmpatsaitsble cvsr Jfoaurs fcsiXan with KsKsd. 

Clnlra S is srsj;3e»t;sd unfioj: 35 y,s.c. 103 as baisiq 
unpatsntabis over Soxaiira taScsn with Fuonttss. 



Claisss' i, 2, 7, 9 and 11 through 19 suro nawly rojocfced 
in tais SHBWor imd&r 3S u.s.C, 103 as heincr utjpatefttabio ov<sr 

As & ptsi iainasr-y aattar, obasyvs that the appealed 
ciaijss will stand or fail togsthar; ssa page -4 of the brief «nd 
37 GFR 1.192(0}. 

liav« stiiSiod ths jSft3.bj«ct apaciSication including the 
claisis on appeasl as woli as th& oppcaing vlewpointis espr^saesJ in 
the axisninar's answer esnd the appaiiafite' bi-iiafs concsming tiis 
,r®-j©ctions b«for® us, This study laads uo t:o concluds that escii 
of th.es» rejections shoyld ba isustsined. Bscattse we are in 
Kubssfeanfcial agrssojaont with tfec fiftdinga of fact and conclusions 
of law sst forth in th« ansvar, will ai^opt thaa as o«r own. 
sdd tha following cosmsnt.s for sjapnaeie and clarif icafcion. 

Tha sppallantB point out that Nomura's method of ds~ 
Inking waste printaS papsr inelisass use of chsEficai dG-inkijig 
agcutss as w® 11 as a, csllvslass odzyms and arcfue that their 
"cissi-Hisd issthoda do not roquiro and, in fact, exclude, the usa of 



' 2fc upp^ssxis that alais 4 was inadvartantly oBitt.Oia tzovs the 
olaijssjs against whlcli this rsjoaticn is auplied. However, this 
apparent ovairfslctht has no inpact oft tha isau«s raisec! by ttie 
«iibj«ct appeal. 

' TSis appsllantB filed a reply briof In responso to this new 
ground of rajocticn. Mtiioagh the exoalnar issued a 
cojsastunicatioti isjitsrlng this rsaply brief, h« foiled to provide a 
suppltsisaesnfcal ansvar tharato in aecortSance with J^.P.B.P. sisoe 04 
{Sav. 14, fJovaiaber 1992). notwithstanding this fail^jrs, it is 
apparent to iia that this rojoction has been aaintaJned for 
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coi\v«ntionai cheialCB.! tle-itiSlng agents" {main brief, pages 4}, Wa 
£ind this argijsisnt unptyrsuasivsi. Ae corrsotly indicatad by tJis 
ssasiner Xsi liis areswer, the appacl«d clalss siKraly reguirs. aa- 
iiiScirig in a laaaiws vhich is, for esiaisple, '>sa3>gtanitiaily fysa" of 
ai-vy ohsissiicsl ds-inki^ig agent, 'i^iua, the appeilante ars fisctually 
incorreofc i.n sstating cliat th«ir claiEis "ascclucSo'' cliejaical da- 

■The fijcatainer hara also correctly irnJlcateil in his a.nsw«r 
tJiat tUs aiaiHs en appeal siust bs rsad In light of ths isubject 
spscificafciott in order to detemine the quantity c3f ctiewical tJe- 
inJtitjg ag«nfc encorapssBsad hy cl&la lanwiagis moh aa "eutostantlolly 
Sres", In this r65f6r<3, tt is pointed out in the answer that the 
spscitic&tion diaclosea "boibs aurfactants car. S>s uBsd along with 
tlis snsyms to euJinnc® ths aa-itUcing sfficiency" ( specification 
page S, llnssa 12-1*) . 

lis llgjit o£ the foregoing, it is clsar to ua tJiat tina 
etppallants' cloiis langiiags ^Bsiraaos sms quantity of cheraical ae- 
tnJsing agent and that the appellisnts' specisicatlon disclosurs 
taachast ujgiiig clisjaical de~tnJcitig iSigants fi.e,, surf sctantsj along 
with ths U«r« ciaiaed esnsyr&a. It ifs tlie »xassinsr'» position that 
ti^s spp«&l®d cXaiBss sahrace the quantity of chamical da-inKing 
acjsntH disclosed by Sosnira and accordingly that tJie $102 
ra)e«tiofi bas«d an this reference is proper, ai^ynif icatstly, 
naitlisr the isoin briaf nor the reply bxisit contains any 
rfiasojiabiy specific sxplatiatian as to why tJie exaininp.r's position 



i& in arror; soa 37 cFit I.l92{c} (s) (iii) - iTon our parefpeotivs; 

fc.h« «3fssiinsr hos ta>con a position visicJi o£snriOt be ^ienaiassd as 

Keritie0£s ana wiiicJi fchia appailsjits iistw not contsetad with any 

i-eseo«sbl<a specif icifcy. Sos Xa»Ji2a_SiSijai3Jl, Si6 ?-2<3 isa? , 2 

X!3msa 1525, 1S28 {Fad. Cii". 1S87) , 

Thaoo oircuastanceB Xsad to conclydo that the gica 

rajscticM advanceri by tJia sssa^jineir fihoiiid bs siistainaiS. 

No will also sttstain the rsewly aisde Si03 rejection 
baaed upon Koaura for a nvnabsr oS reaeonss, 1r tha first plsc«, 

fciis rsj«crtion its isustainabj.s biscawss a lack cj£ noveity is the 
apitosao of Obviousin^sisi. Ul.,..£g_£caSaiSSM, 681 F.2<1 792, 315 OSPQ 
S5S, 571 {CCPA 15SS3) , SacoRtiiy, agrsi* vith the axaal.naf tb«t 
it vouliS have been cjfcvious for ona with ordinary skill in th« art 
to sfifotrt Kosmrs's da-lrOcing tasthod by using hisj callulasa enayisss 
ii^ th» ssubstatitlal aijssiice of o^av do~inklng Jigarita, While w« 
appi-soiats the appellants' point that the Kojjttr* ref«renc8 class 
not -sxplicitly teach using his ansysae in th& Ewbstajitiai absence 
of otlicsr iSe-iRfeiug ag«/)ts!, v>'s tSiitik the rafarence disclosuira, in 
particuaasr tiicas poitions referred to by tha a^tarainer in ijia 
axiswax, »oulci Ijavo auggasst«cS this psrovialon baaed tjpon a 
rsti&«so««S>le cstp^ctation at Bitccsss. In rt; 0'?arra;^), . 353 F.SiS 
39«, 7 CSE>03<S 1573, 1S81 fFait. CAr, 1988). Thie provision souliS 
ftave rssuit;ed in the econoais and snvii-cjnaantisl be^iofits which 
■isould isttsna USB of the onsyae in tha subetantial abssnce of 
f3c«Br«;'B other da-liAirsg agents, 
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Tor: tlio oijovo «tat:«^ raaaono and for tlis rsascsrts 
stsjjrsss*^ in thsa esns^tux, s&ch of -the an^ S103 rajsctionss 

■m-s dacission of that atxasijia): ia affirsaftd, 
«o tiEa jjsriofi tor fca>.ing any atxbsequsnrt aotiDn In 
connect; icn with this appsnl Has? ^ osttsiftded ujnder 37 CPEi 
1.136(a), Seo th6 final mlo notice, fi* F,R. ses^S {July 13, 
15SS) , 1105 O.G. 5 (Alltrast 1, X9S9), 
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